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xPREFACE 
 
       Five developments make this thesis timely. Firstly, the emergence of the 
new biotechnologies is driving the World approach towards the patentability 
of life forms. Secondly, intellectual property protection for plant varieties is a 
key international intellectual property issue. Thirdly, the TRIPS Agreement 
expressly allows member States the option of adopting sui generis system for 
plant varieties protection as an alternative to or in combination with patents. 
Fourthly, the emerging international intellectual property rights regime 
concerning plant varieties protection has its impact on farmers’ rights and 
community intellectual property rights. Fifthly, our country is in the process 
of accession to the World Trade Organization and is considering option for the 
protection of intellectual property rights including plant varieties protection.  
This thesis examines the implications of these developments on the country’s 
legal system and the possible options for the proposed plant variety 
legislation, taking into account the country’s commitments and obligations in 
the field of plant varieties protection under the various international 
agreements and conventions to which the country is a party. 
Finally the thesis suggests the adoption of a special legislation on plant 
varieties protection that incorporates the country’s obligations under the 
TRIPS Agreement, accommodates the UPOV type legislation and provides 
protection for plant breeders’ rights, farmers’ rights and community 
intellectual property rights.  
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ABSTRACT 
 
       The international legal framework for the protection of plant varieties is 
controversial. This thesis traces the historical development and the nature of 
plant variety protection. It argues that the United States’ legal system protects 
plant varieties either by the patent system or by the certificate of protection. 
The European Union’s legal system excludes individual plant varieties from 
the patent system. The UPOV system grants individual plant breeder who 
breeds or discovers and develops a new plant variety, special regime of 
protection, namely, plant variety protection or plant breeders’ rights. As a 
result of the latest revision of the UPOV Convention, the patent and plant 
variety protection systems are no longer mutually exclusive. The International 
Treaty on Plant Genetic Resources for Food and Agriculture focuses on 
farmers’ rights. The Convention on Biological Diversity provides that States 
are responsible for conserving their biological diversity and for using their 
biological resources in a sustainable manner. The Agreement on Trade-related 
Aspects of Intellectual Property Rights requires member States to protect plant 
varieties either by patents or by an effective sui generis system or by any 
combination thereof. The African Model Legislation provides for the 
protection of the rights of local communities, farmers’ rights and plant 
breeders’ rights.  
       The thesis argues that although the subject matter under plant variety 
protection system is the plant variety itself the definition of the term “plant 
variety” under the various legal systems examined in this research is 
controversial. Furthermore, it examines novelty, distinctiveness, uniformity 
and stability, as they comprise the four substantive conditions for the grant of 
protection.   Further the thesis considers the persons entitled to protection and 
concludes that the breeder is the person who bred or discovered and developed 
the variety. The Indian law considers the farmer, group of farmers or any 
xiii
village or local community who contribute in the evolution of a variety as 
breeders. The thesis argues that the international legislators restrict the scope 
of plant breeders’ rights by reference to the commercial propagation of the 
variety. The thesis examines acts relating to the production or propagation of 
the variety for non-commercial purposes as limitations to the rights conferred.    
       Also the thesis discusses the implementation and enforcement of the 
international intellectual property obligations relating to plant variety 
protection and the institutional mechanisms for their implementation and 
enforcement. It concludes that the implementation and enforcement of these 
obligations shall take into consideration the particular needs of the country.  
       Finally the thesis suggests the issuance a sui generis legislation on plant 
variety protection that incorporates plant breeders’ rights, farmers’ rights, and 
the intellectual property rights of local communities. 
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  ﻣـﺴــﺘﺨـﻠـﺺ
  
ﻳﻘﺪ م هﺬا اﻟﺒﺤﺚ ﺗﺘﺒﻊ ﻟﻠﺘﻄﻮر .  ﺗﺨﺘﻠﻒ اﻷﻧﻈﻤﺔ اﻟﻌﺎﻟﻤﻴﺔ ﺣﻮل اﻟﺤﻤﺎﻳﺔ اﻟﻘﺎﻧﻮﻧﻴﺔ ﻟﻸﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ
 اﻷﻣﺮﻳﻜﻲ مﻳﻨﺎﻗﺶ اﻟﺒﺤﺚ اﻟﻨﻈﺎ. اﻟﺘﺎرﻳﺨﻲ و ﻃﺒﻴﻌﺔ اﻟﺤﻤﺎﻳﺔ اﻟﻘﺎﻧﻮﻧﻴﺔ ﻟﻸﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ ﻋﺎﻟﻤﻴﺎ و ﻣﺤﻠﻴﺎ
 ﺑﺎﻷﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ ﺑﻴﻨﻤﺎ ﺔﺸﻬﺎدات اﻟﺨﺎﺻ أو ﺑﻨﻈﺎم اﻟتاﻟﺬي ﻳﺤﻤﻰ اﻷﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ ﺑﻨﻈﺎم اﻟﺒﺮاءا
 اﻟﺪوﻟﻴﺔ ﻟﺤﻤﺎﻳﺔ اﻷﺻﻨﺎف ﺔأﻣﺎ اﻻﺗﻔﺎﻗﻴ. تﻳﺴﺘﺜﻨﻰ اﻟﻨﻈﺎم اﻷورﺑﻲ اﻷﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ ﻣﻦ ﻧﻈﺎم اﻟﺒﺮاءا
اﻟﻨﺒﺎﺗﻴﺔ اﻟﺠﺪﻳﺪة  ﻓﺈﻧﻪ ﻳﺤﻤﻰ ﺣﻘﻮق ﻣﺮﺑﻰ اﻟﻨﺒﺎﺗﺎت ﺑﻨﻈﺎم ﺧﺎص ﻳﺴﻤﻰ ﺣﻤﺎﻳﺔ  اﻷﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ اﻟﺠﺪﻳﺪة 
اﻟﺬي ﺣﺪث ﻓﻲ ﻧﻈﺎم اﻟﻴﻮﺑﻮف أﺻﺒﺢ ﺣﻤﺎﻳﺔ  اﻷﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ وﻧﺘﻴﺠﺔ ﻟﻠﺘﻄﻮر . أو ﺣﻘﻮق اﻟﻤﺮﺑﻰ
أﻣﺎ اﻟﻤﻌﺎهﺪة اﻟﺪوﻟﻴﺔ ﺑﺸﺄن اﻟﻤﻮارد اﻟﻮراﺛﻴﺔ  .    ﻣﺴﻤﻮﺣﺎ ﺑﻪتاﻟﺠﺪﻳﺪة  ﺑﺤﻘﻮق اﻟﻤﺮﺑﻰ أو ﺑﺎﻟﺒﺮاءا
آﺬﻟﻚ اﺗﻔﺎﻗﻴﺔ . اﻟﻨﺒﺎﺗﻴﺔ ﻟﻸﻏﺬﻳﺔ و اﻟﺰراﻋﺔ  ﻓﺄﻧﻬﺎ ﺗﻠﺰم اﻟﺪول اﻷﻃﺮاف ﺑﺎﻻﻋﺘﺮاف ﺑﺤﻘﻮق اﻟﻤﺰارع
 ﺗﻠﺰم اﻟﺪول اﻷﻃﺮاف ﺑﺎﻟﻤﺤﺎﻓﻈﺔ ﻋﻠﻰ  اﻟﺘﻨﻮع اﻟﺤﻴﻮي و اﺳﺘﺨﺪام اﻟﻤﻮارد اﻟﺤﻴﻮﻳﺔ اﻟﺘﻨﻮع اﻟﺤﻴﻮي ﻓﺈﻧﻬﺎ
أﻣﺎ اﺗﻔﺎﻗﻴﺔ اﻟﺘﺠﺎرة اﻟﻤﺮﺗﺒﻄﺔ ﺑﺎﻟﻤﻠﻜﻴﺔ اﻟﻔﻜﺮﻳﺔ  وهﻰ إﺣﺪى اﺗﻔﺎﻗﻴﺎت ﻣﻨﻈﻤﺔ اﻟﺘﺠﺎرة . ﺑﻄﺮﻳﻘﺔ ﻣﺴﺘﺪاﻣﺔ
ﻨﻈﺎم اﻟﻌﺎﻟﻤﻴﺔ و اﻟﺨﺎﺻﺔ ﺑﺎﻟﻤﻠﻜﻴﺔ اﻟﻔﻜﺮﻳﺔ ﻓﺈﻧﻬﺎ ﺗﻠﺰم اﻟﺪول اﻷﻃﺮاف ﺑﺤﻤﺎﻳﺔ  اﻷﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ ﺑ
أﻣﺎ اﻟﺘﺸﺮﻳﻊ اﻷﻓﺮﻳﻘﻲ ﻟﺤﻤﺎﻳﺔ ﺣﻘﻮق اﻟﻤﺠﺘﻤﻌﺎت اﻟﻤﺤﻠﻴﺔ و .  أو ﺑﻨﻈﺎم ﺧﺎص أو ﺑﺎﻟﻨﻈﺎﻣﻴﻦ ﻣﻌﺎتاﻟﺒﺮاءا
اﻟﻤﺰارﻋﻴﻦ  وﻣﺮﺑﻰ اﻟﻨﺒﺎﺗﺎت ﻓﻲ ﺗﻨﻈﻴﻢ اﻟﺤﺼﻮل ﻋﻠﻰ اﻟﻤﻮارد اﻟﺤﻴﻮﻳﺔ ﻓﺈﻧﻬﺎ ﺗﻠﺰم اﻟﺪول اﻷﻃﺮاف ﺑﺴﻦ 
  . ﺗﺸﺮﻳﻌﺎت ﻟﺤﻤﺎﻳﺔ ﺣﻘﻮق اﻟﻤﺠﺘﻤﻌﺎت اﻟﻤﺤﻠﻴﺔ و اﻟﻤﺰارﻋﻴﻦ  وﻣﺮﺑﻰ اﻟﻨﺒﺎﺗﺎت
آﺬﻟﻚ ﻳﻨﺎﻗﺶ اﻟﺒﺤﺚ ﻣﻮﺿﻮع اﻟﺼﻨﻒ اﻟﻤﻌﻴﻦ ﻟﻠﺤﻤﺎﻳﺔ و ﻳﺨﻠﺺ إﻟﻰ اﻧﻪ وﺑﺎﻟﺮﻏﻢ ﻣﻦ اﺗﻔﺎق آﻞ اﻷﻧﻈﻤﺔ 
اﻟﻘﺎﻧﻮﻧﻴﺔ اﻟﺘﻲ ﺷﻤﻠﻬﺎ اﻟﺒﺤﺚ ﻋﻠﻰ أن  ﻣﻮﺿﻮع اﻟﺤﻤﺎﻳﺔ هﻮ اﻟﺼﻨﻒ اﻟﻤﺴﺘﻨﺒﻂ ﻧﻔﺴﻪ ﻟﻜﻨﻬﻢ اﺧﺘﻠﻔﻮا ﺣﻮل 
و ﻳﺪرس اﻟﺒﺤﺚ ﺷﺮوط ﻣﻨﺢ اﻟﺤﻤﺎﻳﺔ وهﻰ اﻟﺠﺪة واﻟﺘﻤﻴﺰ و . ﺗﻌﺮﻳﻒ ﻣﺼﻄﻠﺢ اﻟﺼﻨﻒ اﻟﻤﺴﺘﻨﺒﻂ
أﻳﻀﺎ ﻳﻨﺎﻗﺶ اﻟﺒﺤﺚ ﺗﻌﺮﻳﻒ اﻟﻤﺮﺑﻰ و ﻳﺨﻠﺺ إﻟﻰ أن اﻟﻤﻘﺼﻮد ﺑﻪ هﻮ اﻟﺸﺨﺺ . اﻟﺘﺠﺎﻧﺲ و اﻟﺜﺒﺎت
ﻳﻌﺘﺒﺮ اﻟﻘﺎﻧﻮن اﻟﻬﻨﺪي اﻟﻤﺰارع و اﻟﻤﺰارﻋﻴﻦ ﻓﻲ اﻟﻤﺠﺘﻤﻌﺎت . اﻟﺬي ﻳﺴﺘﻨﺒﻂ أو ﻳﻜﺘﺸﻒ و ﻳﻄﻮر اﻟﺼﻨﻒ
 و ﻳﺤﺼﺮ اﻟﻘﺎﻧﻮن اﻟﺪوﻟﻲ ﺣﻘﻮق اﻟﻤﺮﺑﻰ ﻓﻲ إآﺜﺎر اﻟﺼﻨﻒ اﻟﻤﺴﺘﻨﺒﻂ أو ﻣﻨﺘﺠﺎﺗﻪ .  اﻟﻤﺤﻠﻴﺔ ﻣﺮﺑﻴﻦ
 اﻟﺼﻨﻒ و ﻣﻨﺘﺠﺎﺗﻪ ﻟﻐﻴﺮ اﻷﻏﺮاض مو ﺧﻠﺺ اﻟﺒﺤﺚ إﻟﻰ أن اﺳﺘﺨﺪا.  ﻟﻐﺮض اﻻﺳﺘﻐﻼل اﻟﺘﺠﺎري
  . اﻟﺘﺠﺎرﻳﺔ ﻣﺴﺘﺜﻨﻰ ﻣﻦ اﻟﺤﻤﺎﻳﺔ
و أﻳﻀﺎ ﻳﻨﺎﻗﺶ اﻟﺒﺤﺚ ﺗﻄﺒﻴﻖ و ﺗﻨﻔﻴﺬ اﻻﻟﺘﺰاﻣﺎت اﻟﺪوﻟﻴﺔ اﻟﻨﺎﺗﺠﺔ ﻣﻦ اﻻﺗﻔﺎﻗﻴﺎت و اﻟﻤﻌﺎهﺪات اﻟﺪوﻟﻴﺔ و 
ﺎف اﻟﻨﺒﺎﺗﻴﺔ و اﻷﺟﻬﺰة اﻟﺘﻲ ﺗﻌﻨﻰ ﺑﻬﺬا اﻟﺘﻄﺒﻴﻖ و اﻹﻗﻠﻴﻤﻴﺔ و اﻟﻘﻮاﻧﻴﻦ اﻟﻮﻃﻨﻴﺔ ﻓﻲ ﻣﺠﺎل ﺣﻤﺎﻳﺔ  اﻷﺻﻨ
  .و ﻳﺨﻠﺺ إﻟﻰ أهﻤﻴﺔ ﺗﻄﺒﻴﻖ و ﺗﻨﻔﻴﺬ هﺬﻩ اﻻﻟﺘﺰاﻣﺎت و ﻣﺮاﻋﺎة اﻟﻤﺼﻠﺤﺔ اﻟﻮﻃﻨﻴﺔ. اﻟﺘﻨﻔﻴﺬ
و ﻳﻘﺘﺮح اﻟﺒﺤﺚ ﺳﻦ ﺗﺸﺮﻳﻊ ﺧﺎص ﺑﺤﻤﺎﻳﺔ اﻷﺻﻨﺎف اﻟﻨﺒﺎﺗﻴﺔ و أن ﻳﺘﻀﻤﻦ اﻟﻘﺎﻧﻮن اﻟﺠﺪﻳﺪ ﺣﻤﺎﻳﺔ ﺣﻘﻮق 
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CHAPTER ONE 
 
HISTORICAL DEVELOPMENT AND THE 
NATURE OF PLANT VARIETIES PROTECTION 
AS INTELLECTUAL PROPERTY 
 
 
       This chapter explores the historical development and the nature of plant 
varieties protection as intellectual property. Firstly, it examines the historical 
development of intellectual property of plant varieties protection in the 
international context and the national context, specifically, under Sudanese 
and Indian laws as emphasized by the research title. Secondly, this chapter 
intends to explain the various types of plant varieties protection. Finally, it 
draws conclusion and findings. 
               
1. Historical Development:  
 
(i) The International context: 
 
       Plants were traditionally excluded from the international intellectual 
property regime. Agriculture was being seen as non - industrial and thus 
outside patent law.1 It was believed that agriculture should not be governed by 
patents regime, which was viewed as inappropriate in this context. This was 
linked to the traditional agricultural practices such as seed saving and 
exchange and to the perception that the fulfillment of food needs should not 
be a profit-making enterprise.2 The earliest intellectual property legislation on 
                                                 
1  Lionel Bently and Brad Sherman, Intellectual Property Law, Oxford University Press, 2001, p. 539; 
Cullet P., Food Security and Intellectual Property Rights in Developing Countries, IELRC Working 
Paper 2003-3, available at: http://www.ielrc.org/Content/W0303 IP pdf; & Lucas Sese, Explanatory 
Note on Plant Breeders’ Rights, Report of the Workshop on the Legislation for the Protection of the 
Rights of Local Communities, Farmers and Breeders and the Regulation of Access to Biological 
Resources, Addis Ababa, 2000, p. 83. 
2  Lucas Sese, id.  
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plants was the United States’ Plant Patent Act of 1930,3 which provided 
protection for only asexually reproducing plants (plants reproduced by means 
other than seeds, such as by tissue culture or propagation of cuttings)4 except 
tubers. This was clearly stipulated under paragraph 161 of section 35 U.S. 
Code of the United States’ Plant Patent Act of 1930. The United States’ Plant 
Patent Act of 1930 has been described as significant in that it provided, for the 
first time, patent protection for certain plants varieties.5 Sexually reproducing 
varieties are now covered by the United States’ Plant Variety Protection Act 
1970 and its amendment of 1994.  
         After 1945, agriculture adopted increasingly artificial procedures in 
which natural growth was affected by chemical additives, such as fertilizers 
and herbicides, and to special physical conditions, such as alterations of light, 
temperature and humidity. Then the Courts began to accommodate these 
techniques within the patent system. In the same period some Western 
European countries had envisaged granting patents on plants.6 After decades 
of attempts to obtain patent protection for their achievements, plant breeders, 
together with a segment of the intellectual property specialists, requested that 
consideration should be given to a specially designed protection system. This 
request was taken up by the French Government, which hosted between 1957 
and 1961 the conferences and meetings which led to the signing of the 
International Convention for the Protection of New Varieties of Plants, the 
                                                 
3  W. R. Cornish, Intellectual Property: Patents, Copyright, Trademarks and Allied Rights, 3rd. edn, 
London, Sweet & Maxwell, 1996, p. 683; and Lionel Bently and Brad Sherman, supra note 1.    
4  Biswajit Ddar, Sui Generis Systems for Plant Variety Protection: Options under TRIPS (a discussion 
paper), Quaker United Nations Office, Geneva, April 2002, p. 2.  Available at: 
http://www.geneva.quno.info/pdf/sgcol1.pdf.     
5  Mona Ashiya, Intellectual Property Rights in Biotechnology, International Conference on 
Biotechnology in the Global Economy, 2-3 September 1999, Center for International Development at 
Harvard University, p. 1. Available at: http:// www.hms.harvard.edu/ & http://www.cid.harvard. edu/ 
cidbiotech/bioconf/bioconf.htm. 
6  W. R. Cornish, supra note 3, at 185; and Stephen A. Bent, Richard L. Schwaab, David G. Conlin & 
Donald D. Jeffery, Intellectual Property Rights In Biotechnology Worldwide, Stockton Press, 1987, 
p. 40-47. 
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UPOV Convention.7 The acronym UPOV indicates and derived from the 
French language title of the treaty and its governing organization, which is 
“Union Internationale pour la Protection des Obtentions Vegetables.”8 The 
UPOV Convention was concluded in 1961 granting the plant breeders’ special 
regime of plant variety rights and the idea of patenting plant variety was 
dropped. Granting the plant breeders special regime of plant variety rights 
under the UPOV Conventions was described as the point at which there was 
recognition of the intellectual property rights of the plant breeders in their 
varieties on the international basis.  
       A few Western European countries signed the International Convention 
for the Protection of New Varieties of Plants (UPOV) in 1961. The 1961 
version of UPOV Convention, at its inception, did not anticipate the inclusion 
of plant varieties within the patent system;9 it sought from the outset to 
provide incentives to the private sector to engage in commercial plant 
breeding by granting the breeders’ rights. The UPOV mission is to provide 
and promote an effective system of plant variety protection, with the aim of 
encouraging the development of new varieties of plants for the benefit of the 
society.10 The Convention recognizes the rights of individual plant breeder 
who breeds or discovers and develops plant varieties, which are new, distinct, 
uniform and stable.11 It requires member States to provide either patent or 
plant variety protection in accordance with its provisions but not both. Article 
2 (1) of the UPOV 1961 provides: “each member State of the Union may 
recognize the right of the breeder provided for in this Convention by the grant 
                                                 
7  André Heitz, Intellectual Property Rights & Plant Variety Protection in Relation to Demands of the WTO 
& Farmers in Sub-Saharan Africa, the paper presented by Director-Counsellor, of UPOV as Contribution 
to the Meeting on Seed Policy and Programmes for Sub-Saharan Africa, Abidjan, Côte d'Ivoire, 23-27 
November 1998, p.9. Available at: http://www.fao.org/ag/AGP/AGPS/abidjan/tabcont.htm#Table 
8  Mark D. Janis & Jay P. Kesan, US Plant Variety Protection: Sound and Fury, 39 Houston L. R., May 
2002, p. 740; and Introduction to Plant Variety Protection under the UPOV Conventions,  available 
at: http://www.upov.int/en/publications/list_publications.htm.   
9  Mona Ashiya, supra note 5, at 3. 
10 UPOV publications,  available at  http://www.upov.int/en/publications/list_publications.htm, 2002.  
11 W. R. Cornish, supra note 3, at 185; Lucas Sese, supra note 1, at 83-84 
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either of a special title of protection or of a patent. Nevertheless, a member 
State of the Union whose national law admits of protection under both these 
forms may provide only one of them for one and the same botanical genus or 
species.”12  
While the United States pursued patent protection of certain plant varieties, 
other countries, specially, the European Countries, worked through the 
International Union for the Protection of New Varieties of Plants (UPOV) 
created in 1961 to afford protection by granting plant breeders’ rights to 
certain plant varieties.    
       The UPOV Convention was revised in Geneva in 1972 and 1978. The 
1978 version permits a member State of the Union to recognize the right of 
the breeder provided for in the Convention by the grant either of a special title 
of protection or of a patent and requires that member States of the Union 
whose national law admits protection under both these forms to provide only 
one of them for one and the same botanical genus or species. Further it gives 
member States of the Union the option to limit the application of the 
Convention within a genus or species to varieties with a particular manner of 
reproduction or multiplication, or a certain end-use.”13 The 1978 version 
recognizes the farmers’ privilege and breeders’ exemption. Under this Act 
farmers are permitted to reuse propagating material from the previous year’s 
harvest and freely allowed to exchange seeds or protected varieties with other 
farmers.14 The UPOV Conventions of 1961 and 1978 give member States the 
option to provide protection rights to new cultivars by grant of either a special 
title of protection or a patent, but require them to provide only one of these 
forms for one botanical genus or species.15 
                                                 
12 UPOV publications supra note 10. 
13 Article 2 of the UPOV Act of 1978, UPOV publications supra note 10. 
14 Lucas Sese, supra note 1, at 83-84. 
15 Lionel Bently & Brad Sherman, supra note 1, at 550. 
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       In the European Union a preparatory work to harmonize European patent 
legislation was started as early as 1959. The study conducted for this purpose 
recommended that the future of the European legislation should not include 
exclusionary provisions to the rule of patentability of inventions. Inventions 
relating to plant varieties and essentially biological processes for the 
production of plants and animals were foreseen as exceptions.16 The 
expression “essentially biological process” is defined in Article 2 of the 
Directive17 of the European Parliament on the Legal Protection of 
Biotechnological Inventions as “a process for the production of plants or 
animals that consists entirely of natural phenomena such as crossing or 
selection.” Those principles were agreed upon and included in the European 
Patent Convention (EPC) of 1973.18 Article 53(b) identifies those cases in 
which European patent could not be granted. It provides that “European patent 
shall not be granted in respect of plant or animal varieties or essentially 
biological processes for the production of plants or animals.” 
        The patenting of life forms came about as a result of the decision of the 
United States’ Supreme Court in 1980 in the landmark case of Diamond v. 
Charkarbarty19 on the patenting of genetically modified microorganisms 
under the genus Plasmodium (the genus of malaria parasite). The Supreme 
Court ruled 5 against 4 that a genetically modified organism is patentable 
under the US Patent Statute (35 USC) of 1930. This was the beginning of the 
                                                 
16 Vittorio Santaniello, Intellectual Property Rights of Plant Varieties and of Biotechnology in the 
European Union, Agriculture and Intellectual Property Rights: Economic, Institutional and 
Implementation Issues in Biotechnology, CABI Publishing, 2000, P.27. 
17 Directive 98/44/EC of the European Parliament and of the Council of 6 July 1998 on the Legal 
Protection of Biotechnological Inventions, Official Journal L 213, 30/07/1998 P. 0013 – 0021, 
available at: http://europa.eu.int/smartapi/cgi/sga. 
18 David I Bainbridge, Cases and Materials in Intellectual Property Law, 2nd edn., Financial Times: 
Pitman Publishing, 1999, p. 261.  
19 447 U. S. Reports 303, 309-310 (1980) as cited by Michael A. Gollin, An Intellectual Property 
Rights Framework for Biodiversity Prospecting, Biodiversity Prospecting: Using Genetic Resources 
for Sustainable Development, Report of the World Resources Institute, 1993, P. 193; Peter J. Groves, 
Sourcebook on Intellectual Property Law, Gavendish Publishing ltd, London -  Sydney, 1997, p. 164 
& 188-9;  Mark A. Glick, Lara A. Reymann and Richard Hoffman, Intellectual Property Damages, 
John Wiley & Sons, Inc., 2003, P.136;  Also available at: http://caselaw.lp.findlaw.com/cgi-
bin/getcase.pl. 
xx
patenting of life forms in the field of biotechnology. The 1980 Diamond v. 
Chakrabarty decision marked the first instance where a patent was granted for 
the development of a novel genetically engineered microorganism. It was 
ruled that anything under the sun that was created by man was patentable, 
thereby ending the general hesitation to extend patent protection to biological 
inventions.20                      
       In 1983, Food and Agriculture Organization of the United Nations (FAO) 
formulated the International Undertaking (IU) on Plant Genetic Resources. 
The Undertaking was based on the principle that “plant genetic resources are a 
common heritage of mankind to be preserved and to be freely available for 
use for the benefit of the present and future generations.”21 This covers not 
only traditional cultivars and wild species but also varieties developed by 
scientists in laboratories.22 In 1989 the FAO Conference adopted a resolution 
on farmers’ rights and defined these as: “rights arising from the past, present 
and future contributions of farmers in the conserving, improving and making 
available plant genetic resources.” These rights are vested in the international 
community, as trustee for present and future generations of farmers, for the 
purpose of ensuring full benefits to farmers and supporting the continuation of 
their contributions, as well as the attainments of the overall purpose of the 
International Undertaking.23 The International Undertaking was adopted as a 
non-binding conference resolution.  However, the emphasis on the free 
availability of plant genetic resources for food and agriculture proved to be 
unacceptable to some developed countries, which already had interest in 
genetic engineering. Broader acceptance of the International Undertaking was 
only achieved after the FAO conference passed interpretative resolutions in 
1989 and 1991. These resolutions affirm the need to balance the rights of 
                                                 
20 Mona Ashiya, supra note 5; Lucas Sese, supra note 1, at 83-84.  
21 Cullet P, supra note 1, at 15; Lucas Sese, id. 
22 Cullet  P., id.; Lucas Sese , id. at 85. 
23As cited in Lucas Sese, id. 
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formal innovators of breeders’ rights as breeders of commercial varieties on 
the one hand, with the rights of informal innovators of farmers’ varieties on 
the other. Resolution 4/89 recognizes that plant breeders’ rights, as provided 
for in the UPOV Convention, are not inconsistent with the International 
Undertaking, and simultaneously recognizes farmers’ rights as defined in 
resolution 5/89. Resolution 3/91 further recognizes the sovereign rights of 
nations over their own genetic resources by recognizing the rights arising 
from the past, present, and future contributions of farmers in conserving, 
improving and making available the plant genetic resources.24 Further revision 
of the International Undertaking was prompted by the growing importance of 
biological and genetic resources at the international level. In 1992, Agenda 21 
of the FAO conference called for the strengthening of the FAO global system 
on plant genetic resources, and its adjustment in accordance with the outcome 
of negotiations on the Convention on Biological Diversity. Negotiations for 
the revision of International Undertaking in harmony with the Convention on 
Biological Diversity began with the first extraordinary session of the 
commission on plant genetic resources in November 1994. 
       The Undertaking is now a binding treaty, namely the International Treaty 
on Plant Genetic Resources for Food and Agriculture25 [the ITPGRFA]. The 
ITPGRFA was the object of arduous negotiations, which led to a final 
consensus text, which was acceptable to all the States present apart from the 
United States and Japan, which abstained from voting. The United States 
changed its position and signed the ITPGRFA in November 2002. The overall 
objectives of the ITPGRFA are significantly different from that of the 1983 
International Undertaking. The ITPGRFA, reflecting the new orientation 
given by the Convention on Biological Diversity, emphasizes the conservation 
of plant genetic resources for food and agriculture, their sustainable use and 
                                                 
24 Cullet P.,  supra note 1, at 14-15  
25 The International Treaty on Plant Genetic Resources for Food and Agriculture, available at: 
www.fao.org/legal/treaties/Treaty-e.htm 
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benefit sharing. The guiding principles for these three objectives are the 
promotion of sustainable agriculture and food security. The ITPGRFA focuses 
on issues not addressed in other international treaties such as farmers’ rights 
but it does not address directly intellectual property rights covered in other 
treaties. It has a number of unique characteristics. Firstly, it is the first treaty 
providing a legal framework, which not only recognizes the need for 
conservation and sustainable use of plant genetic resources for food and 
agriculture but also delineates a regime for access and benefit sharing, and in 
this process it provides direct and indirect links to intellectual property rights 
instruments. Secondly, it directly links conservation of plant genetic 
resources, intellectual property rights, sustainable agriculture and food 
security.  
       Further the UPOV Convention was revised in 1991. This version requires 
contracting parties to grant and protect breeders’ rights and extends plant 
breeders’ rights to all plant genera and species that satisfy the criteria of 
novelty, distinctiveness, uniformity and stability.26 The UPOV Act of 1991 
provides for optional exception and gives the contracting parties the option to 
restrict the breeders’ right in relation to any variety in order to permit farmers 
to use for propagating purposes, on their own holdings, the product of the 
harvest which they have obtained by planting, on their own holdings, the 
protected variety or varieties.27 It restricts the farmers’ privilege provision 
under the 1978 Act and leaves it to member States to legislate their own laws 
and determine the scope of the farmers’ privilege. The 1991 version also 
extends breeders’ rights to the whole propagating material, production and 
reproduction of their varieties.28 The new version allows, for the first time, 
                                                 
26 Art. 2  & 3. 2 (ii) of the UPOV Act of 1991, UPOV publications supra note 10. 
27 Art. 15(2), id. 
28 Cullet P., supra note 1, at 14 - 15. 
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multiple type or dual protection.29 A plant variety may now be protected by a 
patent as well as by UPOV system of plant breeders’ rights. This situation 
highlights the process whereby developments in biotechnology, the science of 
creating new organisms with useful and commercially viable applications,30 
promote the harmonization of intellectual property regimes.31  
       The 1992 witnessed the adoption of the Convention on Biological 
Diversity32 (the CBD). The CBD is based on a new set of principles namely 
that the conservation of biological diversity is a common concern of 
humankind, and that States have sovereign rights over their own biological 
resources. The CBD also reaffirms that States are responsible for conserving 
their biological diversity and for using their biological resources in a 
sustainable manner. The Agreement on Trade-related Aspects of Intellectual 
Property Rights (the TRIPS Agreement) of 1994 imposes, inter alia, the 
introduction of a form of legal protection on plants. Member States are 
required to ensure that their laws meet the minimum standards laid down in 
the TRIPS Agreement within certain timeframe.33 According to Article 27(1) 
of the TRIPS Agreement, all member States are under obligation to provide 
patent protection for all inventions, irrespective of the field of technology. 
Under Article 27.3(b) member States are under obligation to enact laws to 
protect plant varieties. This Article requires the protection of plant varieties 
either by patents or by an effective sui generis system or by any combination 
thereof. The term “sui generis” means of its own kind, special or unique, 
different from something else: in this case, different from the patent system.  
There are some optional exceptions to the basic requirement under Article 
                                                 
29 Greengrass, The 1991 Act of the UPOV Convention, 1991, 12 EIPR, p. 467, as cited by Dr Margaret 
Llewelyn, Intellectual Property and Biotechnology: A European Perspective, p. 16, available at: 
Iprsonline.org/resources/docs/Ipandbiotechnology-Llewelyn.Doc.  
30 Yusing Ko, An Economic Analysis of Biotechnology Patent Protection, The Yale L. J. volume 102, 
December 1992, No. 3, P. 777.  
31 Mona Ashiya, supra note 5, at 3. 
32 The Convention on Biological Diversity, available at: http://www.biodiv.org/gbo. 
33 Art. 65 of the Agreement on Trade-related Aspects of Intellectual Property Rights, available at: 
http://www.wto.org/english/tratop-e/trips-e/t-agm0-e.htm. 
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27.3(b), which allow member States to optionally exclude plants and animal 
varieties from patent protection, but require that all member States must 
provide patent protection for microorganisms and protect plant varieties either 
by patents, or an effective sui generis system, or by any combination of the 
two. Outside those countries, which have a tradition of protection of all types 
of genetically engineered materials by some form of intellectual property 
rights, there is some concern about the requirement that plant varieties must 
be protected.34   
       The TRIPS rules of the WTO are, however, going to change the patent 
laws in a major way. According to the new TRIPS rules patent protection 
should be available for both products and processes in all fields of technology 
including pharmaceutical, and agro-chemicals. Article 27.3 (b), of the TRIPS 
Agreement has now made it mandatory for developing countries to provide 
patents protection for microorganism, non-biological and microbiological 
processes as well as providing protection for plant varieties either by patent or 
by an effective sui generis system or by a combination of both systems.35 The 
TRIPS Agreement is driving the world approach towards the provision of 
intellectual property rights over plants materials and it provides a focus for 
whether the member States are providing an effective protection.  Currently, 
the European Directive on the Protection of Biotechnological Inventions (the 
EU Directive) of 1998 establishes clearly the patentability of biological 
material. It provides that “for the purposes of this Directive, inventions that 
are new, involve an inventive step and susceptible of industrial application 
shall be patentable even if they concern a product consisting of or containing 
biological material or a process by means of which biological material is 
produced, processed or used. Biological material, which is isolated from its 
                                                 
34 Margaret Liewelyn, Introduction, PIP Project and Legislative overview, Conference on Plant 
Intellectual Property within Europe and the Wider Global Community, 2001, p. 6. Available at: 
http://www.cordis.lu/biotech/src/projects.htm. 
35 Uttam Kumar Bhattacharya, Calcutta Amendments of the Indian Patents Act, 1970: The Changes 
and their Possible Implications, Centre for Studies in Social Sciences, Economist’s Column, P. 3. 
xxv
natural environment or produced by means of a technical process, may be the 
subject of an invention even if it previously occurred in nature.”36 The 
expression “biological material” is defined under Article 2 of the Directive of 
the European Parliament on the Legal Protection of Biotechnological 
Inventions37 as: “any material containing genetic information and capable of 
reproducing itself or being reproduced in a biological system.” The EU 
Directive extends patents protection on both plants and animals where the 
invention may be applied to more than one variety. This is clearly stipulated 
under Article 4(2), which provides: “inventions, which concern plants or 
animals, shall be patentable if the technical feasibility of the invention is not 
confined to a particular plant or animal variety.”  
       In Africa agricultural research and development has been the concern of 
government and public institutions, particularly national agricultural research 
centers (NARCS). Newly developed varieties are notified and released under 
different legislations such as the Seeds Act. In 2000 the Organization of 
African Unity (OAU) developed, endorsed and recommended the African 
Model Legislation for the Protection of the Rights of Local Communities, 
Farmers and Breeders, and for the Regulation of Access to Biological 
Resources. The African Model Legislation has the African flavour. It 
provides, for the first time, for the protection of the rights of local 
communities and farmers’ rights. 
       The above chronological survey of the international development of plant 
variety protection presents the long history of plant intellectual property 
rights. From extreme exclusion of agriculture from intellectual property 
regime, traditionally, to the grant of patent to asexually reproducing plants in 
1930s, followed by the development of a special system for plant variety 
protection, under the UPOV Conventions of 1961 and its various revisions in 
                                                 
36 Art. 3 of the EU Directive, supra note, 17.   
37 Id.   
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1972, 1978 and 1991. The formulation of the International Undertaking under 
the auspices of the Food and Agriculture Organization of the United Nations, 
in 1983 and its modification to an internationally binding Convention in 2001, 
stressing on conservation and sustainable use of plant genetic resources for 
food and agriculture. The TRIPS Agreement requires all member States to 
provide an effective legal protection for plant varieties. The decision of the 
United States’ Supreme Court in the landmark case of Diamond v. 
Chakrabarty triggered one of the most significant changes in the patents 
regime. The European Directive on the Protection of Biotechnological 
Inventions of 1998 extends patents protection for both plants and animal 
varieties. The emergence of the African Model Legislation for the Protection 
of the Rights of Local Communities, Farmers and Breeders, and for the 
Regulation of Access to Biological Resources brought about the new concept 
of the rights of the local communities. These developments reflect the 
diversity of the legal protection of plant varieties at the international level, 
which needs harmonization.  
 
(ii) The National Context: 
 
(a) Historical Development of Plant Variety Protection in the Sudan: 
 
       The earliest efforts in plant breeding in the Sudan were made in cotton 
when the British initiated their project of growing crops in the Sudan in the 
second decade of 20th century.38 It first appeared in an organized form in 1903, 
the date of establishment of the Agricultural Research Division of the 
Ministry of Agriculture. The majority of research in the Sudan was carried out 
at the Gezira Research Farm, the Gezira Seed Farm and Variety Test area with 
                                                 
38 Professor Abdalla B. Elahmadi, El Tahir I. Mohamed and other ARC Staff, An overview of the Plant 
Breeding Program and Conservation of Plant Genetic Resources in Sudan, Document prepared for 
the National Seminar on Intellectual Property in the Field of Agriculture, organized by WIPO and 
UPOV, Khartoum December 17 & 18, 2002, p. 2.  
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the heavy stress on cotton.39 The Variety Tests aimed at maintaining and 
improving the high grade of the types of the cotton grown whilst the Strain 
Tests, in addition, aimed at obtaining a variety less susceptible to disease.40 
1919 witnessed the establishment of the first independent unit for agricultural 
research. In 1924, the Agricultural Research Unit had become the Department 
of Agriculture of the Ministry, although its efforts were basically restricted to 
the quality control in crops and their protection against pests.41  
       The Cotton Ordinance of 1926 was enacted for improving and 
maintaining the quality of cotton in the Sudan and for enabling regulation to 
be made for all purposes relative to the cultivation and marketing of cotton.42 
The Cotton Ordinance of 1926 provided for the powers of the Council of 
Ministers to make, repeal or alter regulations for the purpose of maintaining 
and improving the quality of cotton grown in the Sudan and for controlling 
and better ordering of the cultivation of cotton and of the collection, 
classification, weighing, marking, marketing, export and sale of cotton or 
cotton seed as the case may be.43 In exercise of the powers conferred on the 
Council by section 9(1), the Governor-General of the Sudan in Council issued 
the Cotton (No.1) Regulations of 1926.44 Regulation 5 of those Regulations 
prohibited the import of cottonseed into the Sudan save under a permit granted 
by the Director of Agriculture and Forests.  It required all application for such 
permits to be made to the Director containing full particulars, of the variety 
and place of origin of the seed that proposed to be imported. It imposed a duty 
on the Director to withhold the permit unless and until he fully got satisfied as 
                                                 
39 Izz Eldin Mamoun, Bibliography of Agricultural & Veterinary Research in the Sudan (up to 1973), 
National Council for Research, 1974, p. v; Agricultural Research Work in the Sudan, Report for the 
season 1927- 1928 and programmes for the season 1928-1929, published with the consent of the 
London Committee for the coordination of Agricultural Research in the Sudan, London 1929, P.7.    
40 Agricultural Research Work in the Sudan, Id. at 9.  
41 A Brief Account of the History of Scientific Research in the Sudan, Science Policy and Annual Report 
for 1973-4 of the National Council for Research, Khartoum, July, 1974, P.3.  
42 Para 1 of the Cotton Ordinance 1926, Laws of the Sudan 1950, vol. 5, P. 173. 
43 S. 9(1) of the Cotton Ordinance, 1926, Id. at 174. 
44 Laws of the Sudan 1950, vol. 5, P. 175 
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to the quality of the seed. Regulation 6 required that cottonseed imported into 
the Sudan should be submitted to fumigation at the port of entry. Regulation 
10 prohibited the export of cotton   sowing of unauthorized seed save under a 
written permit to be issued by the Director. The Cotton Ordinance and the 
Cotton Regulations of 1926 were enacted for improving and maintaining the 
quality of cotton in the country. The Sudanese laws first provided for plant 
intellectual property under the Patents Act of 1971.  Section 3 of this Act 
provides for conditions of patentability and requires that to be patentable the 
invention must be new, results from an inventive activity, and be capable of 
industrial application.45 Further it provides under section 6 that: “an invention 
shall be considered as capable of industrial application if it can be 
manufactured or used in any kind of industry, including agriculture.” 
Moreover, the Act does not exclude agricultural inventions from patentability 
under section 7. In this context Cornish says “the field of “industrial 
application” includes agriculture.” In his words “patents continue to be 
granted for those uses of chemical substances in the production of plants.”46  
André Heitz says “industry” is understood in its broadest sense to include, in 
particular, agriculture.47 In this respect, Rene Royon says “plant variety 
protection is an integral part and important branch of industrial property law.48 
Lionel Bently and Brad Sherman argue “an invention is capable of industrial 
application if it can be used or made in ‘any kind of industry’. Industry is 
construed in its widest sense, including activities whether or not they are made 
for profit, and expressly extends to include agriculture.”49 
                                                 
45 S. 3(1) of the Patents Act, 1971. 
46 W. R. Cornish, Cases and Materials on Intellectual Property, 3rd. edn, London, Sweet & Maxwell, 
1999, p. 85; and W. R. Cornish supra note 3, at 190. 
47 André Heitz, supra note 7, at 5. 
48 René Royon, Scope of Protection for the Breeder, Conference on plant Intellectual Property Within   
Europe and the Global community, 2001, p. 12.  Available at: : 
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49 Lionel Bently & Brad Sherman, supra note 1, at 364. 
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       The Sudanese laws expressly provided for plant variety protection, for the 
first time, under the Seeds Act of 1990. This Act provides for the contractual 
protection of the breeders’ rights.  It provides under section 14 that “the 
breeder and maintenance breeder shall have the right to enjoy all the 
advantages, provided for in any of the clauses of the contracts, signed by 
every one of them, with the Varieties Approval General Administration and 
shall be bound, by the obligations provided for in the Act.” In 1995, and in 
accordance with the provisions of section 30 of the Seeds Act of 1990, the 
Minister of Agriculture and Natural Resources issued the Seeds Regulations 
of 1995. Under these Regulations the protection of varieties and breeders’ 
rights are clearly stipulated. In 2002, the Ministry of Agriculture and Natural 
Resources submitted a new Bill of the Seeds Act to the Cabinet Affairs. The 
new Bill, which is still under study, tends to adopt the provision of the UPOV 
Act of 1978. It provides for plant varieties protection, breeders’ rights and 
farmers’ rights, in an attempt to comply with the TRIPS requirements.                    
       Although plant breeding was started early in the Sudan, there was no 
special legislation regulating plant varieties protection in the country. All legal 
provisions and regulations were basically restricted to the quality control in 
crops and their protection against pests. Plant variety protection was addressed 
for the first time under the Seeds Act of 1990 and the Seeds Regulations of 
1995, which expressly provide for contractual protection of the breeders’ 
rights and the protection varieties and breeders’ rights. The new Bill of 2002, 
which is still under study, and in an attempt to comply with the requirement of 
the TRIPS rules, provides for plant variety protection and breeders’ rights. 
These recent provisions under different laws are inadequate to grant the 
proper protection for plant varieties, breeders’ rights and farmers’ rights. The 
country needs to issue a special legislation on plant variety protection. 
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(b) Historical Development of Plant Variety Protection in India: 
 
       India inherited at independence a patent law, which was deemed 
inappropriate to realize the economic goals of the country. Replacing the 
British Patent Rules of 1856, a formal Patent Act was enacted in India in 
1911. However, the Act primarily reflected colonial concerns. After 
independence several committees were constituted in India to review the 
patents system. The resulting Patent Act of 1970 came into force in 1972 
replacing Indian Patents and Designs Act of 1911.50 The Patent Act of 1970 
provides for a number of exceptions. In particular, the Act excludes the 
patentability of life forms and specifically precludes the patentability of 
methods of agriculture or horticulture. It provides that “the following are not 
inventions within the meaning of this Act: any process for the medicinal, 
surgical, curative, prophylactic or other treatment of human beings or any 
process for a similar treatment of animals or plants to render them free of 
disease or to increase their economic value or that of their products.”51 
Further, under section 5, while allowing process patents on substances 
intended for use as food, medicine or drug, the Act rejects the possibility of 
granting patents in respect of the substances themselves.52 Section 5 provides, 
inter alia, that “no patent shall be granted in respect of claims for the 
substances themselves, but claims for the methods or processes of 
manufacture shall be patentable.”  
       The ratification of the TRIPS Agreement by India has been the trigger for 
significant changes in the intellectual property rights related to national legal 
framework. This has introduced in particular by the adoption of the Protection 
of Plant Variety and Farmers’ Rights Act of 2001, a series of significant 
changes to the Patent Act, 1970 and the adoption of intellectual property 
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Cullet p. supra note 1, at 40. 
52 Cullet  p, id. 
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rights related clauses in the recently adopted Biodiversity Act, 2002.53 
Historically, the protection of plant variety through intellectual property rights 
was barred, as reflected in the Patent Act, 1970. The introduction of plant 
variety protection thus constitutes a step in a completely different direction. 
The Indian new legislation was first introduced in parliament in December 
1999, just before the TRIPS Agreement’s compliance deadline. The main 
characteristic of the first draft was to propose a plant variety protection model 
largely fashioned after the UPOV Convention. This first draft was referred to 
a Parliamentary Committee “the Joint Committee on the Protection of Plant 
Varieties and Farmers’ Rights Bill, 1999,” which conducted further hearings 
in 2000 and put forward a substantially revised Bill.54 The second draft was 
adopted by the Parliament in 2001 and it is now the Protection of Plant 
Varieties and Farmers’ Rights Act of 2001.55  
 
2. The Nature of Protection: 
 
       Intellectual property (IP) is an idea which, when expressed in a tangible 
form, can be protected by law. They are the legal instruments, which confer 
protection on processes or products of research efforts and formally assure the 
allocation of benefits to the innovator in return for full disclosure to the 
society.56 Intellectual property law pursues two main objectives: firstly, it 
provides rights to creators and innovators as a reward for their achievements 
and, secondly, it provides incentives for creativity and innovation. The second 
objective constitutes the major force, which drives the executive and 
legislative powers in creating and shaping the various intellectual property 
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systems.57 Owners of intellectual property are granted protection by the   State 
under various conditions and periods of time. This protection includes the 
right to defend their rights to the property they create, and prevent others from 
taking advantage of their ingenuity. One of the most significant developments 
associated with the advent of biotechnology has been the strengthening of 
intellectual property protection for biological inventions. The rationale for 
their existence is that they protect useful scientific advances and thereby 
create incentives for investment in future developments.58 Intellectual property 
rights have become increasingly important in the fields of agricultural 
biotechnology, where intellectual property rights provide a basic incentive for 
the development of the private sector in this area. Plant intellectual property 
rights give plant breeders the opportunity of fair reward for their work, effort 
and investment in breeding and to grant them protection against unauthorized 
exploitation. It is also intended to provide plant breeders with incentive to 
produce improved varieties of a wide selection of plant species to the benefit 
of all.59 Plant intellectual property rights comprise a variety of legal systems, 
such as trade secrets, contract laws, patents system, sui generis system and a 
combination of the patents system and sui generis system. All these types 
afford various degrees of protection and benefits to the proprietor. The patents 
systems and sui generis system are the most relevant to the research subject; 
therefore, they will be examined in turn in detail hereunder.  
  
(i) Patents system: 
       Patent right is a right transferred from the State authority to the 
inventor(s) to use the invention(s) for a specific period of time and exclude 
unauthorized person(s) from making commercial use of the identical 
technology during the specific period. The right gives incentives to the 
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inventor(s) but also encourages promoting disclosure of those inventions; it 
helps bring the inventions under the public domain and enable the society to 
accumulate, develop and diffuse the knowledge among the people at large.60 
The boundaries of the patents system are redrawn by widening as industries, 
which are used to working with patents extend their ambit of operation. The 
nature of this expansive process is nowhere better illustrated than in relation to 
patents, which involve living matter, including plants.61 The underlying 
purpose of the patent system is the encouragement of improvements and 
innovations.62 The Agreement on Trade Related Aspects of Intellectual 
Property Rights (the TRIPS Agreement) adopted in 1994 provides under 
Article 27.1 that: “patents shall be available for any inventions, whether 
products or processes, in all fields of technology.” However, the TRIPS 
Agreement allows member countries to exclude from patent protection “plants 
and animals other than microorganisms.” It requires member countries to 
provide patent protection for microorganisms and to provide protection of 
plant varieties either by patents or by an effective sui generis system or both. 
The TRIPS Agreement permits member countries some flexibility in the 
precise form and the extent of protection.  There are three forms of patents 
pertinent to plant protection: plant patents, utility patents and standard patents. 
  
(a) Plant Patents: 
      It is the oldest statutory intellectual property protection for living 
materials, first adopted by the United States’ Statute of 1930, which provided 
protection for only asexually reproducing plants except tubers. The current 
version of the Statute, as amended in 1998 provides:  “whoever invents or 
discovers and asexually reproduces any new variety of plants, including 
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cultivated spores, mutants, hybrids, and newly found seedlings, other than a 
tuber propagated plant or a plant found in an uncultivated state, may obtain a 
patent.”63 Donald D. Evenson argues that “this plant patent provision, because 
it requires that the variety be “asexually reproduced”, covers primarily 
ornamental plants and fruit trees.64 Victoria Henson-Apollonio argues that 
plant patent option is unique to the United States. She says it is the oldest type 
of statutory intellectual property protection for living material.65 The term of 
protection of plant patent is 20 years from the date of application. 
  
(b) Utility patents: 
       Utility patents conform to the general description of patents given above, 
corresponding to patent rights. It grants protection to whoever invents or 
discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof. It is administered by 
the patent office. It offers the owner the strongest form of protection. The 
United States’ Supreme Court in the famous case of Diamond v. Charkarbarty 
of 1980 has extended utility patent protection to all living organisms, except 
humans. Utility patents for plants are enforceable for 20 years from the date of 
application. It is described as more expansive than plant patent. 
 (c) Standard Patent: 
        Standard patent conforms to the general description of patents given 
above, corresponding to patent rights. Standard patent is granted for 
inventions which satisfy the four criteria of patentability, that: it must be new, 
involve an inventive step, capable of industrial application and does not fall 
into one of the categories of excluded inventions. Standard patent is adopted 
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and applied by the European Patent Office to transgenic plants of more than 
one variety that does not claim an individual plant variety.66 It lasts for 20 
years. Standard patent is allowed in Japan and applied to claims directed to 
plants and to the genetic engineering of plants.67    
 
(ii) “Sui generis”: 
       The concept “Sui generis” system first emerges with the adoption of the 
TRIPS Agreement to be adopted as an alternative to or in combination with 
patents system. The TRIPS Agreement is the only international agreement that 
refers specifically to the possibility of a “sui generis system as an alternative 
to or in combination with patents. According to Graham Dutfield it is assumed 
to be a system based upon the UPOV Convention, either in its 1978 version or 
the 1991 revision.68 Mona Ashiya argues that: “while the revised UPOV 
model advocates patent-like protection for plant varieties, a “sui generis” 
system could presumably allow for other systems for plant variety protection 
including provisions for “farmers’ rights” and community intellectual property 
rights in keeping with the diverse needs of different countries.”69 Such an 
interpretation has been adopted by some countries such as India, which 
created a “sui generis” system that formalized the protection of indigenous 
knowledge, to ensure the equitable distribution of benefits, and to facilitate the 
access and transfer of technology. Such a system would be in the spirit of the 
CBD, which recognizes the sovereign right of States over their resources and 
their right to regulate access to such resources. But Article 27.3(b) of the 
TRIPS Agreement makes no mention of UPOV and permits countries to 
design their own plant variety protection system as long as it is considered to 
be effective. Member countries have thus been left greater flexibility in 
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meeting their obligations in this area than would have been entailed by a 
specific reference to UPOV.70 Achim Seiler suggests “modified plant variety 
protection” as one of different possible forms of “sui generis” system. He 
grounds his approach on the stipulations of the UPOV Conventions, with the 
inclusion of slight modifications to improve the situations of farmers, with 
special instruments and grace periods for filing applications on farmers’ 
varieties and the exclusion of certain categories of farmer-controlled plant 
materials.71  
       Many countries have interpreted “sui generis” as an option to provide 
protection for indigenous and relatively non-commercial knowledge. Nowhere 
does the TRIPS Agreement say that UPOV’s plant variety protection system 
is appropriate, effective or even desirable as a “sui generis” system for 
purposes of the TRIPS Agreement. Critics argue that UPOV can hardly be 
considered a “sui generis”. Lucas Sese argues that the overall aim of “sui 
generis” system for plant varieties protection is the conservation and 
sustainable development of agro-biodiversity and the development of effective 
benefit sharing arrangements. He says the legislation needs to incorporate 
both plant breeders’ and farmers’ rights, as is the case with African Model 
Legislation.72 
       Plant variety protection, also referred to as “plant breeders’ rights,” is an 
exclusive right granted to the breeder of a new plant variety to exploit such 
variety. It allows one to protect new plant varieties for a term of 20 years (25 
for tree crops) from the date of issuance. It is considered as a “sui generis” 
system, i.e. a system of rights designed to fit a particular context and need to 
be a unique alternative to standard patent protection. Plant variety protection 
is rarely mentioned in the lists of intellectual property categories; 
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nevertheless, it is a form of industrial property.73 Plant variety protection has 
certain features in common with patents. Both forms of protection grant to 
their holders a form of exclusive right to exploit the variety.  
 
 
3. Conclusion: 
  
      This chapter reflected the diversity of the legal protection of plant varieties 
in the international and national context. There is a sharp contrast between the 
United States’ patent system and the European patent system in respect of the 
form of protection available for plants either produced by traditional breeding 
processes or by modern genetic manipulation techniques. The United States’ 
laws permit virtually every possibility to be protected either by the utility 
patent or by the plant patent or by the certificate of protection, which is 
equivalent to the plant variety protection available under UPOV system. In the 
EU the legislators were convinced of the desirability of maintaining the 
separate system of plant variety protection without confusion or overlap with 
the patent protection. The EU Convention excludes from patentability plants 
varieties or essentially biological processes for the production of plants. The 
UPOV Convention of 1961 added its weight to the desired dichotomy by 
providing that member States having a patent law and a plant variety law 
could not offer both of them for the same botanical genus or species. It grants 
the plant breeders special regime of plant variety rights. The 1978 revision of 
UPOV recognizes the farmers’ privilege and breeders’ exemption.  As a result 
of the 1991 revision of the UPOV, the patent and plant variety protection 
systems are no longer mutually exclusive.  The 1991 revision allows, for the 
first time, multiple types of protection. The new version restricts the farmers’ 
privilege provision under the 1978 Act and leaves it to member States to 
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legislate their own laws and determine the scope of the farmers’ privilege. The 
1991 version also extends breeders’ rights to the production and reproduction 
of their varieties. The work of the FAO, which was intended to put emphasis 
on the technical quality of seed, introduces a new concept, which is based on 
the principle that plant genetic resources are a common heritage of mankind to 
be preserved and to be freely available for use for the benefit of the present 
and future generations. 1992 witnessed the adoption of the Convention on 
Biological Diversity, which is based on a different set of principles namely 
that the conservation of biological diversity is a common concern of 
humankind, and that States have sovereign rights over their own biological 
resources. The TRIPS Agreement of 1994 imposes the introduction of a form 
of legal protection on plants and requires member States to enact national laws 
to protect plant varieties either by patents or by an effective sui generis system 
or by any combination thereof. The TRIPS Agreement permits countries some 
flexibility in the precise form and the extent of protection. There are some 
optional exceptions to the basic requirement under article 27.3(b), which 
allow member States to optionally exclude plants and animal varieties from 
patent protection. The EU Directive extends patents protection on both plants 
and animals where the invention may be applied to more than one variety. The 
Africa Model Legislation for the Protection of the Rights of Local 
Communities, Farmers and Breeders, and for the Regulation of Access to 
Biological Resources provides, for the first time, for the protection of the 
rights of local communities and farmers’ rights. These various provisions 
under the different international legal instruments reflect the diversity of the 
legal protection of plant variety at the international level, which needs 
harmonization.  
       At the national level, legislations regulating plant variety protection in the 
Sudan need revision to provide adequate protection for plant varieties, 
breeders’ rights and farmers’ rights. The recently adopted Indian law which 
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tends for the establishment of an effective sui generis system for the 
protection of plant varieties, farmers’ rights and plant breeders’ rights is 
satisfactory.  
xl
CHAPTER TWO 
 
      THE SUBJECT MATTER AND THE SCOPE  
    OF PLANT VARIETY PROTECTION 
 
 
       This chapter considers the factors that a plant variety must comply with to be 
protectable. Firstly, it examines the protectable subject matter of plant variety 
protection and the conditions required for protection in the international and the 
national context, specifically, under Sudanese and Indian laws. Secondly, it 
presents the scope of protection and the extent of rights conferred. Thirdly, it 
discusses the limitations and exceptions to the scope of protection under the 
different legal systems. Fourthly, it considers the duration of protection. Finally, it 
draws conclusions.  
 
1. Protectable Subject Matter and the Protectability Conditions:    
 
(i) Protectable Subject Matter: 
 
       The subject matter of plant variety protection is the plant variety itself.74 
Rights are granted over plant varieties, which comply with the requirements of 
protectability and which are shown to be distinct, uniform, stable and 
commercially new.75 Literally, the word “variety” means diversity, a collection of 
diverse things; a minor class or group of things differing in some common 
peculiarities from the class they belong to; an individual or group differing from 
the type of its species in some transmittable quality but usually fertile with others 
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of the species.76 Legally the term “plant variety” is capable of different 
interpretations under the various legal systems examined in this research. Under 
the UPOV Act of 1961 the term “variety” applies to any cultivars, clone, line, 
stock or hybrid which is capable of cultivation.”77 The UPOV Act of 1978 applies 
to plant varieties of nationally defined species and genera and requires member 
States of the Union to undertake to adopt all measures necessary for the 
progressive application of its provisions to the largest possible number of botanical 
genera and species. Further it imposes on the member States of the Union the 
obligation to undertake to apply the said provisions to the other genera, within the 
following periods from the date of the entry into force of the Convention in their 
territory: (a) three years, to at least two genera; (b) six years, to at least four 
genera; and (c) eight years, to all the genera named in the list attached to the 
Convention.”78 Furthermore, the Act of 1978 gives member States of the Union the 
option to limit the application of the Convention within a genus or species to 
varieties with a particular manner of reproduction or multiplication, or a certain 
end-use.79 The 
subject matter of plant variety protection under the UPOV versions of 1961/1978 
is criticized and described as inadequate and ineffective. In this context René 
Royon argues that the immediate consequence of that inadequate definition was 
that, from its very inception, the UPOV Convention contained a large number of 
loopholes, which could be used freely by potential variety pirates in all the 
countries that would apply nothing but the minimum compulsory level of 
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protection instituted by the Convention. The mere “compulsory” provisions of the 
1961/1978 Act can therefore be considered as totally “ineffective”80 
       Under the UPOV Act of 1991 the protectable subject matter includes all 
genera and species and the definition of the term “variety” is reintroduced as “a 
plant grouping within a single botanical taxon of the lowest known rank, which 
grouping, irrespective of whether the conditions for the   grant of a breeders’ right 
are fully met, can be defined by the expression of the characteristics resulting from 
a given genotype or   combination   of genotypes, distinguished from any other 
plant grouping by the expression of at least one of the said characteristics and 
considered as a unit with regard to its suitability for being propagated 
unchanged.”81 It requires82 the grant of protection for the varieties of all plant 
genera and species. On acceding to the 1991 Act, existing member States of the 
Union are given five years to achieve this position while new members of the 
Union are given ten years.  The new members must protect a minimum of fifteen 
plant genera and species on accession and all plant genera and species ten years 
after accession. Members have the option to extend protection to materials derived 
from a protected variety such as essential oils, perfumes, and medicinal products. 
The new Convention extends protection to derivatives of the protected varieties. In 
addition to the protected variety itself, the scope of the breeders’ right also covers 
varieties, which are essentially derived from the protected variety, where the 
protected variety is not itself, an essentially derived variety; varieties, which are 
not clearly distinguishable from the protected variety; and varieties whose 
production requires the repeated use of the protected variety.83 The UPOV 
Convention’s definition of a plant variety starts by stating that it is “a plant 
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grouping within a single botanical taxon of the lowest known rank.” This confirms 
that a plant variety results from the lowest sub-division of the plant kingdom. This 
definition clarifies that a variety must be defined by its characteristics, different 
from any other variety and remains unchanged during the process of propagation. 
If a plant grouping does not meet these criteria, it is not considered to be a variety 
within the UPOV system. The term does not mean a family or groups. In Lionel 
Bentley’s and Brad Sherman’s phrase a botanical ‘taxon’ means a ‘group’ of 
plants: the requirements that it be of the lowest known rank is to make it clear that 
the protection could not be granted for a ‘family’, ‘genus’, or ‘species’ which are 
groups higher in the taxonomical classification system.84 The species are 
considered as the lowest rank of botanical classification of the plant kingdom. 
Article 2 of the International Treaty on Plant Genetic Resources for Food and 
Agriculture, and in conformity with the UPOV definition, defines the term 
“variety” as “a plant grouping, within a single botanical taxon of the lowest known 
rank, defined by the reproducible expression of its distinguishing and other genetic 
characteristics.” The TRIPS Agreement does not define the term “plant variety”. It 
only imposes the introduction of a form of an effective legal protection on plant 
varieties without any further qualification. Leskien and Flitner85 argue that the 
TRIPS Agreement requires protection of all varieties in all species and botanical 
genera.” Furthermore, they consider the protection of all varieties in all species and 
botanical genera as the main core element that any national plant variety protection 
law must contain in order to qualify as an “effective sui generis system” within the 
meaning of TRIPS Article 27.3(b). The African Model Legislation for the 
Protection of the Rights of Local Communities, Farmers and Breeders, and for the 
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Regulation of Access to Biological Resources recognizes plant varieties of the 
local communities, farmers’ varieties, as well as the breeders’ new varieties.86  
       Under the United States’ legal system the protected subject matter in a plant 
variety protection certificate is a discrete plant variety:  a plant grouping within a 
single botanical taxon of the lowest known rank. Any sexually reproducing plants 
including first generation hybrids, and tuber-propagated plants that cannot be 
protected under the Plant Patent Act of 1930, are protectable under the 1994 Plant 
Variety Protection.87 The EU system and under the Community Plant Variety 
Rights Regulation, which implements the UPOV Convention 1991, protection is 
available over all species or genera but the protection itself only extends to a 
specific variety within that species or genera.88 In this context Dr Margaret 
Llewelyn argues that for the definition of the concept of “plant variety” the EU 
system employs a fundamental distinction between the concept of “plant variety” 
and “plant groupings”, which are characterized by a particular gene. In the former 
case, the variety is defined by its whole genome and therefore possesses 
individuality, being clearly distinguishable from other varieties. The definition of 
the protectable subject matter under the Regulation, states that a “variety shall be 
taken to mean a plant grouping within a single botanical taxon of the lowest known 
rank, which grouping, irrespective of whether the conditions for the grant of a 
plant variety right are fully met, can be defined by the expression of the 
characteristics that results from a given genotype or combination of genotypes; 
distinguished from any other plant grouping by the expression of at least one of the 
said characteristics; and considered as a unit with regard to its suitability for being 
                                                 
86 Arts. 1, 26  & 41 of the African Model Legislation for the Protection of the Rights of Local 
Communities, Farmers and Breeders, and for the Regulation of Access to Biological Resources, 
Appendix I of the Report of the Workshop on the Legislation for the Protection of the Rights of 
Local, Communities, Farmers and Breeders and the Regulation of Access to Biological Resources, 
Addis Ababa, 1-5 November 1999, the report issued in 2000. 
    Also available at: www.grain.org/publications/oau-model-law-en-cfm. 
87 Mark D. Janis & Jay P. Kesan, US Plant Variety Protection: Sound and Fury, 39 Houston L. R., 
May  2002, p. 745. 
88 Art. 5 (1) of  the Community Plant Variety Rights Regulation. Available at: 
http://europa.eu.int/documents/index_en.htm. 
xlv
propagated unchanged.”89 The Article also goes on to say that a plant grouping 
consists of entire plants or parts of plant as far as such plants are capable of 
producing entire plants. 
       The Novartis90 case highlights the relationship between the breeders’ rights for 
plant varieties under the UPOV Convention and the “plant varieties” exception to 
patentability under Article 53(b) of the European Patent Convention.  In Novartis, 
the patent application was related to transgenic plants having specific foreign 
genes in their genomes, which kill or inhibit the growth of disease-producing 
pathogens. The Examining Division deemed the application not to be allowable 
under Article 53(b) of the EPC, the “plant variety” exception.  Novartis appealed 
to the EPO Technical Board of Appeals. To determine whether the subject matter 
claimed is a “plant variety.” In assessing the subject matter of the claimed 
Novartis’ invention, the Enlarged Board noted that the process of the invention 
was not restricted to individual varieties to be modified. The Enlarged Board also 
determined that modification by genetic transformation did not necessarily result 
in a product that constituted a “plant variety.”  After reviewing various definitions 
of the phrase “plant variety” the Enlarged Board concluded that the expression of 
characteristics of a plant variety that results from a given genotype, or combination 
of genotypes, is a reference to the entire constitution of a plant or set of genetic 
information.  In contrast, a plant defined by single recombinant DNA sequences is 
not an individual plant grouping to which an entire constitution can be attributed. 
Because the claimed transgenic plant products at issue were defined only by those 
certain characteristics that allowed the plants to inhibit the growth of plant 
pathogens, the Enlarged Board found that such a definition did not specify which 
taxonomic category within the traditional classification of the plant kingdom the 
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transgenic plants belonged, let alone provide the further characteristics necessary 
to assess the homogeneity and stability of varieties within a given species. 
       Therefore, the Enlarged Board concluded that the resulting product of the 
Novartis’ invention did not expressly or implicitly define a single variety, or a 
multiplicity of varieties, which necessarily consists of several individual varieties. 
It held that “in the absence of the identification of specific varieties in the product 
claims, the subject-matter of the claimed invention is neither limited nor even 
directed to a variety or varieties.”  In other words, products claims having subject 
matter which covers or embraces plant varieties, but which do not identify, 
individually claim or strictly limited to a specific plant variety or specific plant 
varieties, are not claims to a plant variety or varieties within the meaning of Article 
53(b).  
       Under the Sudanese laws the term “variety” is defined as: “the group of grown 
plants, or existing by themselves, which carry upon propagation thereof, the 
distinctive, uniform and stable genetic composition.”91 The Sudanese laws extend 
the subject matter of protection to plants that exist in nature and comply with the 
requirements of protection. The Indian law has its special flavour in defining the 
term “plant variety”. It extends the subject matter of protection to include 
“propagating material of the variety, extant variety, transgenic variety, farmers’ 
variety and essentially derived variety. This is expressly provided for under section 
2 of the Protection of Plant Varieties and Farmers’ Rights Act of 2001,which 
stipulates that the term “variety” means “a plant grouping except microorganism 
within a single botanical taxon of the lowest known rank, which can be (i) defined 
by the expression of the characteristics resulting from a given genotype of that 
plant grouping; (ii) distinguished from any other plant grouping by expression of at 
least one of the    said characteristics; and (iii) considered as a unit with regard to 
its suitability for being propagated, which remains unchanged after such 
propagation, and includes propagating material of such variety, extant variety, 
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transgenic variety, farmers’ variety and essentially derived variety.”92 Further the 
Indian law defines the term “farmers’ variety” as a variety, which has been 
traditionally cultivated, and evolved by the farmers in their fields; or is a wild 
relative or land race of a variety about which the farmers possess the common 
knowledge. 
 
(ii) Protectability Conditions: 
 
       There are four substantive conditions for the grant of the plant variety 
protection.93 A protectable variety must be new, distinct, uniform and stable. The 
UPOV Convention imposes four substantive protectability requirements. First, the 
variety must be new. The remaining three requirements are the “DUS” criteria: the 
variety must be distinct, uniform and stable. The protection is acquired only after a 
minimum of two years of trials, undertaken by the granting office, during which 
time the plant material is assessed for the DUS criteria against control varieties 
from within the same species.  The granting office can recall the reproductive 
material of the variety at any time during the period of grant, to ensure that it has 
remained DUS. The grant of protection shall not be subject to any further 
conditions, provided that the variety is designated by a denomination and the 
applicant complies with the formalities provided for by the law of the contracting 
party with whose authority the application has been filed and that he pays the 
required fees.94 The African Model Legislation provides for the characteristics of 
new varieties and stipulates under Article 41 that “a variety will be considered new 
if it is, by reason of one or more identifiable characteristics, clearly distinguishable 
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from all varieties the existence of which is a matter of common knowledge at the 
effective date of application for the grant of a plant breeders’ rights; is stable in its 
essential characteristics, in that after repeated reproduction or propagation or, 
where the applicant has defined a particular cycle of reproduction or 
multiplication, at the end of each cycle, remains true to its description; and is, 
having regard to its particular features of sexual reproduction or vegetative 
propagation, a sufficiently homogenous variety.”  
       Under the Sudanese laws, the Seeds Act of 1990 is silent on the issue of the 
substantive conditions of the grant of protection. It only provides for the conditions 
required for the registration of the variety95 and stipulates that to be registerable the 
variety must be distinctive, uniform and of stable genetic composition. The 
Sudanese law needs to be reformed on the issue of the substantive protectability 
requirements. Under Indian Laws, section 15(1) of the Protection of Plant 
Varieties and Farmers’ Rights Act of 2001 provides for the conditions of 
registerable varieties and stipulates that a new variety shall be registered if it 
conforms to the criteria of novelty, distinctiveness, uniformity and stability.96 It is 
clear that the Indian Act accepts the substantive conditions of UPOV as the 
registration criteria, which cannot be easily used for the registration of farmers’ 
varieties. 
 
 
(a) Novelty: 
 
       To be eligible for protection, the variety must not have been the subject of 
commercial acts before certain dates determined on the basis of the date of 
application, i.e. on the date of filing of the application for plant variety protection, 
propagating or harvested material of the variety has not been sold or otherwise 
disposed of to other persons, by or with the consent of the breeder, or his successor 
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in title, for purposes of commercial exploitation of the variety.97 In Cornish the 
word “novelty has a carefully limited meaning “only prior commercialization”, 
counts against the applicant.”98 Lionel Bently and Brad Sherman argue that three 
features of the novelty requirements should be noted. Firstly, novelty is not lost by 
prior use of the variety, but only by prior sale or disposal, which means that the 
applicant can still obtain a plant variety right even if they have given away 
propagating or harvesting material, as long as this use or disposal was not for the 
purpose of commercializing the variety. Secondly, the novelty provisions allow for 
substantial ‘grace periods’. They allow for periods in which the applicant can 
exploit the plant without prejudicing the application. They say to be eligible for 
protection, a variety must not have been sold, or otherwise disposed of, in the 
territory of the member of the Union concerned for more than one year prior to the 
application for a breeder’s right, or more than four years, six years for trees or 
vines, in a territory other than that of the member of the Union in which the 
application has been filed. In the case of new members of the Union, or members 
extending the plant genera or species for which protection is offered, these novelty 
periods may be extended for varieties, which have only recently been created at the 
time that protection, becomes available. Thirdly, and most significantly, the only 
disposals or sales to be taken into account when considering the novelty of a 
particular variety are those by the applicant himself or with his consent. Sales of 
material by third parties who have independently developed the same variety will 
not render the variety lacking in novelty. In such circumstances, priorities are 
accorded to the first to apply.99 Furthermore, André Heitz argues that disclosure of 
the variety by its description in a publication, does not prejudice the novelty of the 
variety because such a disclosure is not “enabling,” i.e. does not make the variety 
available to the public. Furthermore, he says it is widely admitted that the breeder 
may also undertake some pre-commercial activities, such as the bulking-up of a 
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lseed stock, without detriment to novelty.100  In this context Mark D. Janis and Jay 
P. Kesan argue that the plant variety protection regime does not include adequacy 
of disclosure requirements. The regime does not require applicants to provide a 
teaching disclosure of the type that is required under the enabling standard.101 
       Under the US laws, the variety shall be deemed to be new if, at the date of 
filing of the application for a breeder’s right, propagating or harvested material of 
the variety has not been sold or otherwise disposed of to others, by or with the 
consent of the breeder, for purposes of exploitation of the variety more than one 
year prior to the date of filing, or in any area outside the US (i) more than four 
years prior to the date of filing or (ii) in the case of a tree or vines, more than six 
years prior to the date of filing.102 
       The Sudanese law is silent on the issue of commercial novelty requirement 
and the intention of the legislator is not clear. Also the legislation is silent on the 
issue of grace periods. The law is inadequate in this area and needs to be revised in 
conformity with the international standard. Under the Indian laws is in conformity 
with the international protectability requirements. Section 15.3(a) of the Protection 
of Plant Varieties and Farmers’ Rights Act of 2001, provides: “a new variety shall 
be deemed to be novel, if at the date of filing of the application for registration for 
protection, the propagating or harvested material of such variety has not been sold 
or otherwise disposed of, by or with the consent of its breeder or his successor, for 
the purposes of exploitation of such variety.” Further, the Indian law maintains the 
international rule regarding the grace periods.103   
 
 (b) Distinctiveness:  
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       A variety is deemed to be distinct if it is clearly distinguishable from any other 
variety whose existence is a matter of common knowledge at the time of filing of 
the application.104 A variety is distinct if it is “clearly distinguishable by one or 
more characteristics which are capable of a precise description from any variety. 
To be distinct, the variety must have one or more important morphological, 
physiological or other characteristics that differ from other varieties according to 
common knowledge.105 Distinctiveness may arise through visible differences in 
outward appearances, such as height, size or leaves, leaf colour, or in the ears of 
cereals. It may also arise through physiological differences associated with the 
variety’s particular chemical or biological structure, such as resistance to disease, 
or ability to withstand certain conditions. Any difference will suffice; there is no 
need for the distinguishing feature to confer any particular aesthetic or economic 
advantage.  Distinctness is a comparative test and may require claimed variety to 
be compared with similar varieties. The variety must only be compared with other 
varieties and not with examples of itself. The comparison is made with the 
varieties of the same species in the office’s ‘reference collection’ which are made 
up of those varieties for which rights already exist or are being sought.106   
       The US law provides a further statutory definition of distinctness. “The 
distinctness of one variety from another may be based on one or more identifiable 
morphological, physiological, or other characteristics including any characteristics 
evidenced by processing or product characteristics with respect to which a 
difference in genealogy may contribute evidence.107 Distinctness is established on 
the basis of individual characteristics which are botanical in nature and are not 
necessarily related to the agricultural or technological properties or value of the 
variety. In the case of qualitative characteristics, there must be a difference in the 
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states of expression e.g. green seed for one pea variety, yellow seed for the 
other.108 
       The Sudanese law requires distinctiveness under section 13.2(b) of the Seeds 
Act, as condition for the registration of any varieties. The Indian law and in 
compliance with the international standards stipulates that a new variety shall be 
deemed to be distinct, if it is clearly distinguishable by at least one essential 
characteristics from any other variety whose existence is a matter of common 
knowledge in any country at the time of filing of the application.109 
 
 (c) Uniformity (or homogeneity): 
 
       A variety is deemed to be uniform if, subject to the variation that may be 
expected from the particular features of its propagation, it is sufficiently uniform in 
its essential characteristics.110 Whether the variety is sufficiently uniform has to be 
judged by reference to the particular features of the variety’s sexual reproduction 
or vegetative propagation.111 The new variety must be sufficiently homogeneous, 
having regard to the particular features of its sexual reproduction or vegetative 
propagation.112  The uniformity requirement within the UPOV Convention has 
been established to ensure that the variety can be defined as far as is necessary for 
the purpose of protection. Thus, the criterion for uniformity does not seek absolute 
uniformity and takes into account the nature of the variety itself.  Furthermore, it 
relates only to the characteristics, which are relevant for the protection of the 
variety. A variety must be uniform, in the sense that any variations are describable, 
predictable and commercially acceptable. 113  
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       The Sudanese law requires uniformity as a condition for the registration of any 
variety.114 The India law and consistently with the international law provides that a 
new variety shall be deemed to be uniform if subject to the variation that may be 
expected from the particular features of its propagation it is sufficiently uniform in 
its essential characteristics.115 
 
(d) Stability:   
 
       The variety is deemed to be stable if its relevant characteristics remain 
unchanged after repeated propagation or, in the case of a particular cycle of 
propagation, at the end of each such cycle.116 The new variety must be stable in its 
essential characteristics; that is to say, it must remain true to its description after 
repeated reproduction or propagation or, where the breeder has defined a particular 
cycle of reproduction or multiplication, at the end of each cycle.117 The stability 
criterion has been established to ensure that the identity of the variety, as the 
subject matter of protection, is kept throughout the period of protection.  The 
Sudanese law requires stability under section 13.2(b) as precondition for the 
registration of any varieties. Under Indian law, section 15(3)(d) of the Protection 
of Plant Varieties and Farmers’ Rights Act of 2001, in conformity with the 
international standards, provides: “a new variety shall be deemed to be stable, if its 
essential characteristics remain unchanged after repeated propagation or, in the 
case a particular cycle of propagation, at the end of each cycle.” 
       Dutfield argues that two criticisms are made about the UPOV Conventions 
based on the requirements that protected variety must be distinct, stable, uniform 
and novel. The first concerns the uniformity / homogeneity and stability 
requirements, the second is based on the distinctness and novelty criteria. First it is 
conceivable that local communities could apply for a plant variety certificate for 
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some of their crop varieties: the uniformity / homogeneity and stability 
requirements mean that only breeders of genetically uniform varieties can use the 
system. Local communities, whose landraces may be rich in intra-varietal genetic 
diversity, are unable to acquire protection because of this genetic diversity. He 
says this is inequitable and in conflict with the aims of CBD.  Secondly, he says it 
is suggested that the distinctness and novelty standards are too low. Given that 
professional breeders can be expected to have far greater financial resources, legal 
experience and scientific facilities than local communities, there is a danger that 
traditional cultivars be misappropriated with minimal modification.118  
 
(e) Variety Denomination: 
 
       The UPOV Convention requires that the variety that is the subject of an 
application for protection be given a “denomination” which will be the generic 
designation of the variety.119 The denomination of a variety registered in one of the 
member States of UPOV may not be used, in any member State, as the 
denomination of another variety of the same or a closely related botanical species. 
Any person who offers for sale or markets propagating material of the protected 
variety is required to use the denomination in connection with such offering for 
sale or marketing, and to do so even after the expiry of protection. States which 
have carefully drafted their legislation with respect to the sanction of the 
inappropriate use of variety denomination, or the failure to use them when 
obligated to do so, have provided the breeder with additional, efficient tools for the 
enforcement of their rights. In this context Lionel Bently and Brad Sherman argue 
that registration is conditional on the applicant providing a suitable name for the 
variety, it prevents the confusion that would otherwise arise if a number of 
different names were used to describe the same variety. On approval anyone who 
sells or markets propagating material of such variety is obliged to use that name. 
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This duty, breach of which is punishable under criminal law, applies to the 
proprietor as much as to the public at large. This duty subsists indefinitely, that is, 
even after the expiry of plant breeders’ rights. The proprietor of a plant variety 
right is also able to control the wrongful use of that name. As a result the right-
holder may bring an action against anyone who uses the name of a protected 
variety in marketing material of a different variety within the same class, or uses a 
name nearly resembling the registered name so as to be likely to deceive or cause 
confusion.120 According to Cornish the registered name for any variety in which 
rights are granted, the controller may require a name to be proposed, the name is 
intended to be descriptive of the variety and not distinctive of commercial source. 
The controller may refuse to accept a proposed name if it may cause confusion.121 
Andre Heitz122 and Barry Greengrass123 consider the appropriate denomination as 
the fifth condition of the protectability requirements.   
       Under the Sudanese laws the Seeds Regulation of 1995 and consistently with 
the international standards, requires that any registered variety shall be given a 
denomination, different from every denomination of another variety of the same or 
a closely related botanical species and does not consist only of figures.  Section 
15(4) of the Indian law provides that a new variety shall not be registered if “the 
denomination given to such variety is not capable of identifying such variety; 
consist solely of figures; is liable to mislead or to cause confusion concerning the 
characteristics, value identity of such variety or identity of the breeder; or is not 
different from every denomination which designates a variety of the same 
botanical species or of a closely related species registered under the Act; or is 
likely to deceive the public or cause confusion regarding the identity of such 
variety; is likely to hurt the religious sentiments respectively of any class or 
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section of the citizens of India; or is prohibited for use as a name or emblem or is 
comprised solely or partly of a geographical name.”124  
  
2. The Scope of Protection:  
       In examining the scope of protection, this part will specifically discuss the 
issue of persons entitled to protection and the rights granted to the breeder under 
the UPOV system, the African Model Legislation and the concerned national 
systems.  
 
 
(i) Persons Entitled to Protection: 
 
       Protection is granted to the breeder of a new variety or his successor in title. 
The term breeder is defined as the person who breeds, or discovers and develops 
the variety, or the employer of the breeder or his successor in title. The 1991 Act 
of the UPOV Convention defines a breeder as: “the person who breeds, or 
discovers and develops a variety; the person who is the employer of the 
aforementioned person or who has commissioned the latter’s work; where the laws 
of the relevant contracting party so provide, or the successor in title of the first or 
second aforementioned person, as the case may be.”125 This definition is important 
concerning the UPOV system. The phrase “the person who breeds,” clarifies that 
the breeder might be a plantsman, a farmer, a company or a scientist.  It also 
clarifies that the breeder must be the one who creates a plant variety by means of 
plant breeding techniques, which range from a basic selection by an amateur 
grower, through to technically advanced procedures, such as genetic engineering, 
and that the UPOV system makes no restrictions. The employer of the breeder and 
the successor in title of the breeder may also be entitled to protection. The phrase 
“the person who breeds, or discovers and develops” also clarifies that a mere 
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discovery or find would not entitle the person to protection, development is 
necessary. Thus, any person, irrespective of their scientific or other background, 
irrespective of the breeding method used and irrespective of the effort expended to 
create the variety, is a potential breeder. The definition of the breeder in Article 
1(iv) of the 1991 Act of the UPOV Convention gives a general indication for the 
case where the variety has resulted from the work carried out by a person in the 
course of employment or contractual services. In this case the solution is left to the 
national laws. The person entitled to the grant of the breeder’s rights is the person 
who breeds the plant variety or discovers and develops it. However, where these 
events occur in the course of a person’s employment, the employer is presumed to 
be the person entitled to the grant of the breeders’ rights.126 The African Model 
Legislation grants protection to the local and indigenous communities, farmers and 
plant breeders but the Legislation is silent on the definitions of these terms.  
       Under the Sudanese laws, section 2 of the Seeds Act of 1990 defines the term 
breeder as the person or body who produces a new variety and breeds the original 
sample of such variety. According to this definition protection is granted to the 
person or body who produces the new variety and breeds the original sample. 
Unlike the UPOV system, the Sudanese legislation speaks about production of the 
variety and breeding of the original sample, which is inadequate and the intention 
of the legislator is not clear and needs to be revised. Under the Indian law, section 
2(c) of the Protection of Plant Varieties and Farmers’ Rights Act of 2001 defines 
the term breeder as a person or group of persons or a farmer or group of farmers or 
any institution, which has bred, evolved or developed any variety. In conformity 
with its general trend to protect farmers’ varieties, the Indian Act considers the 
farmer or group of farmers as breeders. Also under section 41 the Indian Act 
considers any village or local community who contribute in the evolution of a 
variety as breeders of such variety.  
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(ii) The Right Granted to the Breeder: 
 
       The intention of the plant variety system is to give the breeder broadly similar 
incentives and opportunities for reward as are available to inventors under the 
patent system. However, because the plant is self-reproducing mechanism, which 
can give rise to an indefinite number of descendents and quantity of consumption 
material, the legislators deliberately restricted the scope of plant variety protection 
by reference to propagation and the intention of the propagator of the new 
variety.127 The activities covered by this form of right are limited to the production 
for sale and the sale of reproductive material with the intention to be used as such. 
The nature of the right provided by the UPOV Convention is such that it is an 
exclusive right. According to Cornish the exclusive right extends only to the 
marketing of reproductive material e.g. seed; tuber, cuttings, etc… intended for 
reproduction and not for consumption e.g. grain for milling.128 
       The 1961/1978 Acts of the UPOV Convention set out a minimum scope of 
protection and require States parties to recognize that the effect of the right granted 
to breeder of a new plant variety or his successor in title is that his prior 
authorization shall be required for the production for purposes of commercial 
marketing; the offering for sale; the marketing of the reproductive or vegetative 
propagating material of the variety and the repeated use of the variety for the 
commercial production of another variety. The right of the breeder extends to 
ornamental plants or parts thereof normally marketed for purposes other than 
propagation when they are used commercially as propagating material in the 
production of ornamental plants or cut flowers.129 Member States of the Union 
may, either under their own laws or by means of special agreements grant to 
breeders, in respect of certain botanical genera or species, a more extensive right 
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extending in particular to the marketed product.130 It has been argued that the 
minimum scope of protection under the 1961/1978 Acts of the UPOV Convention 
is deficient in several respects, to the detriment of not only the breeder but also his 
partners in the exploitation chain.131 The 1991 Act broadens the scope of the 
breeder’s right with the intention to make the right granted to the breeder more 
effective. It applies these right to two classes of material to which such acts must 
relate:  the propagating material and the harvested material including the whole 
plants and parts of plants and optionally and at the discretion of the member State 
to products made directly from harvested material, provided the later has been 
obtained through the unauthorized use of the harvested material and that the 
breeder has had no reasonable opportunity to exercise his right in relation to the 
harvested material. Article 14.1(a) of the this Act stipulates that the following acts 
in respect of the propagating material of the protected variety shall require the 
authorization of the breeder: production or reproduction; conditioning for the 
purpose of propagation; offering for sale; selling or other marketing; exporting; 
importing; and stocking for any of these purposes. Furthermore, it extends the 
rights granted to the breeder to acts in respect of harvested material, including 
entire plants and parts of plants, obtained through the unauthorized use of 
propagating material of the protected variety unless the breeder has had reasonable 
opportunity to exercise his right in relation to the said propagating material.132 Like 
the 1961/1978 Convention, the new version represents only a minimum level of 
the scope of protection which has to be respected by the member State of the 
Union who has the option to grant stronger rights to the breeder. 
       In the 1991 revision, the member States of the Union recognize the need to 
extend the scope of the breeder’s right to harvested material and products made 
directly from harvested material but were still not prepared to grant an 
unconditional right to breeders exercisable in relation to acts concerning the 
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harvested material.  Accordingly, the new Convention, in its Article 14(2), extends 
the breeder rights to those exercisable over the harvested material, only if the 
material is obtained through the unauthorized use of propagating material, and 
only if the breeder has no reasonable opportunity to exercise his right in relation to 
the propagating material. In addition, Article 14(3) of the same Convention 
contains an optional provision for each member of the Union to extend the scope 
of the breeder’s right to products made directly from harvested material, where this 
has been obtained through the unauthorized use of the harvested material of the 
protected variety, unless the breeder has had reasonable opportunity to exercise his 
right in relation to the harvested material. These provisions under Article 14(2) and 
(3) constitute what has been called the notion of “cascade”, which implies that the 
breeder should only exercise his right in relation to the harvested material if he has 
not been able to exercise his right in relation to the propagating material and that 
he should only exercise his right in relation to a product made directly from 
harvested material if he was unable to exercise his right in relation to the harvested 
material.133 Under Article 14(5) of the 1991 Convention the breeder’s right extends 
to the protected variety and, by implication, to any variety, which cannot be clearly 
distinguished from the protected variety.  It also extends to any variety whose 
production requires the repeated use of the protected variety.  The breeder’s right 
is further extended to varieties that are “essentially derived” from the protected 
variety, where the protected variety is not itself an essentially derived variety. 
       Under the African Model Legislation for the Protection of the Rights of Local 
Communities, Farmers and Breeders, and for the Regulation of Access to 
Biological Resources, a plant breeders’ right, in respect of a new variety, is the 
exclusive right to sell plants or propagating material of the variety and produce 
propagating material of that variety for sale. It further requires member States to 
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recognize the community intellectual property rights of the local communities and 
their rights over their biological resources; the right to collectively benefit from the 
use of their biological resources; innovations, practices, knowledge and 
technologies acquired through generations; and the right to collectively benefit 
from the utilization of their innovations, practices, knowledge and technologies. 
Furthermore, the Legislation provides for farmers’ rights, which include the right 
to save, use, exchange and sell farm saved seed or propagating material of farmers’ 
varieties. 
       Under the Sudanese laws, the Seeds Act of 1990 provides that the breeder and 
maintenance breeder have a general right to enjoy all the advantages, provided for 
in any of the clauses of the contracts, signed by every one of them and the 
Varieties Approval General Administration.134 Further, the Seeds Regulation of 
1995 provides that the registration of agricultural crop variety means that the 
applicant has the right to exploit the variety commercially.135The Sudanese 
legislation is inadequate on the issue of the exclusive rights granted to the breeder 
and needs to be revised in conformity with the international standards. Under the 
Indian laws and consistently with the international standards, the certificate of 
registration for a variety confers an exclusive right on the breeder or his successor, 
his agent or licensee, to produce, sell, market, distribute, import or export the 
variety.136Also the breeder may authorize any person to produce, sell, market or 
otherwise deal with the registered variety.  
  
3. The Limitations and Exceptions to the Right conferred:  
 
       One important feature of the plant variety system is the careful way in which 
the competing interests of developers, users, and other interested parties have been 
accommodated through the use of exceptions and limitations. Whilst the rights 
granted to the breeder requires prior authorization of the right holder for the 
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production, for purposes of commercial marketing, of the reproductive or 
vegetative propagating material of the new variety, and for the offering for sale or 
marketing of such material, there are certain limitations and exceptions which 
permit their use without acquiring such authorization. The main limitations and 
exceptions for plant breeder’s rights are those relating to the production of 
propagating material for non-commercial purposes. The 1991 Act establishes three 
compulsory exceptions to the breeder’s right and one optional exception. These 
three compulsory exceptions are: acts done privately and for non-commercial 
purposes in particular the reproduction of a protected variety; acts done for 
experimental purposes; and acts done for the purpose of breeding of other 
varieties, provided protection has not been specifically extended to them, as for 
instance in the case of an essentially derived variety for the purpose of exploiting 
such other varieties. The African Model Legislation grants a broad scope of 
exceptions to the breeders’ rights, which extend to the right to use a protected 
variety for purposes other than commerce, the right to sell plant or propagating 
material as food, the right to sell within the place where the variety is grown and 
the use of the variety as an initial source of variation for developing another 
variety. The Sudanese legislation is silent on the issue of limitations and 
exceptions and needs to be reformed and expressly exclude acts done privately and 
for non-commercial purposes from the scope of the breeders’ rights. 
 
 (i) The Breeder’s Exemption: 
 
       The 1961/1978 Act of the UPOV Convention expressly states that the use of a 
new variety as the initial source of variation for creating other new varieties and 
marketing them does not require the breeder’s authorization. Such authorization 
shall be required, however, when the repeated use of the new variety is necessary 
for the commercial production of another variety.137 Accordingly, protection under 
those Acts does not give the plant breeder any rights in the genes and the 
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underlying genetic resource, which is contained in his variety.138 The breeder’s 
exemption acknowledges the fact that each generation of breeding achievements is 
essentially based on the preceding one; the breeder of a protected variety, having 
been able to freely use the material of his predecessors, has to accept that his 
material may be freely used by his successors. The free availability of the 
underlying genetic resource embodied in a protected plant variety for the purpose 
of breeding is reaffirmed in the 1991 Act of the UPOV Convention. The exception 
“for the purpose of breeding other varieties”139 is a fundamental element of the 
UPOV system of plant variety protection. It recognizes that real progress in 
breeding is the goal of intellectual property rights in this field and relies on access 
to the latest improvements and new variation.  Access is needed to all breeding 
materials in the form of modern varieties, as well as landraces and wild species, to 
achieve the greatest progress and is only possible if protected varieties are 
available for breeding.  The 1991 UPOV also restricts the use of protected varieties 
by other breeders to develop new varieties. The African Model Legislation 
recognizes the right of any person or farmers community to use the protected 
variety in further breeding, research or teaching. The Sudanese law is silent on the 
issue of breeder’s exemption and need to be reformed consistently with the 
international standards. Under Indian law, section 30 of the Protection of Plant 
Varieties and Farmers’ Rights Act of 2001, provides that nothing contained in the 
Act shall prevent the use of any variety registered under by any person using such 
variety for conducting experiment or research and as an initial source of variety for 
the purpose of creating other varieties; provided that the authorization of the 
breeder of a registered variety is required where the repeated use of such variety as 
a parental line is necessary for commercial production of such other newly 
developed variety.  
(ii)The Farmers’ Privilege: 
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       Farmers are authorized to use in the field, on their own holding the product of 
a harvest, which they have obtained by planting a protected variety. They may 
retain the reproductive material of a protected variety from one year to the next for 
re-sowing without payment of an additional royalty. Under UPOV 1961/1978 
farmers are authorized to retain and use farm saved seed including exchange over 
fence. It follows from the description of the basic right that the breeder’s 
authorization is not required for the production of propagating material that is not 
for commercial marketing. Farmers should not procure a license to make their own 
seed and other material from their previous crop. UPOV Act of 1991 removed the 
automatic “farmers’ privilege” and provides for optional farmers’ exception. It 
contains an optional exception that permits members to exclude, subject to certain 
conditions, farm-saving of seed from the scope of the breeder’s right and to adopt 
solutions which are specifically adapted to their agricultural circumstances.  It 
stipulates that each member State may, within reasonable limits and subject to the 
safeguarding of the legitimate interests of the breeder, restrict the breeder’s right in 
relation to any variety in order to permit farmers to use for propagating purposes, 
on their own holdings, the product of the harvest which they have obtained by 
planting, on their own holdings, the protected variety. In this context certain 
members apply farmers’ privilege only to certain species or limit its application 
using criteria such as the size of the farmer’s holding or the level of production.140 
A second important modification in the 1991 Convention is to limit the use of 
farm-saved seed. A farmer may use saved seed of a protected cultivars to plant 
only on his own holdings. A farmer’s “holding” is defined as land, which is 
owned, rented or leased by the farmer. Also, farmers are not permitted to sell seed 
to other farmers for propagating purposes. 
       The International Treaty on Plant Genetic Resources for Food and Agriculture 
provides under Article 9(2) that the responsibility for realizing farmers’ rights rests 
with national governments, and requires each contracting party, as appropriate, and 
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subject to its national legislation, to take measures to protect and promote farmers’ 
rights. It maintains under Article 9(3) the rights of farmers to save, use, exchange 
and sell farm-saved seed or propagating material, subject to national law and as 
appropriate. The African Model Legislation provides, under Article 43, for the 
rights of any person or farmers’ community to propagate, grow and use plants of 
protected variety for purposes other than commerce; sell plants or propagating 
material of that variety as food or for another use that does not involve the growing 
of the plants or the propagation of that variety; use plants or propagating material 
of the variety as an initial source of variation for the purpose of developing another 
new plant. It further stipulates that farmers will be free to save, exchange and use 
part of the seed from the first crop of plants which they have grown for sowing in 
their own farms to produce a second and subsequent crops; save, use, exchange 
and sell farm-saved seed or propagating material of farmers’ varieties; use a new 
protected variety to develop farmers’ varieties; and collectively save, use, multiply 
and process farm-saved seed of protected varieties. Most authors who studied this 
issue advocate the recognition of farmers’ rights as collective rights, that is, as 
rights that belong to communities or groups of farmers and not to individuals or to 
the States. 
       The US law under one interpretation of the Statute, allowed a farmer to sell up 
to, but not more than 50% of his harvested crop of the a protected variety to other 
farmers for planting purposes. In 1991, the US District Court for the Northern 
District of Iowa, in Asgrow Seed Co. v. Winterboer, specified a quantitative limit 
on the amount of farmers-saved seed. This quantitative limit allowed a farmer to 
save and sell to other farmers, for planting purposes only, that amount of seed, 
which he could reasonably expect to use for his own, planting purposes in the 
following growing season.  Robert J. Jondle argued that this farmer’s or crop 
exemption is one weakness of the US law and suggested that the law must be 
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amended by Congress to delete the provision authorizing the sale of saved seed.141 
Under the 1994 amendment of Plant Variety Protection Act farmers are required to 
get a license to sell saved seeds of protected varieties, although they may still keep 
the seeds for their own replanting.142 In 1995 the Supreme Court decision in 
Asgrow v. Winterboer restricted farmers’ rights to resell farm saved seeds.143 
       The Sudanese laws are silent on the issue of farmers’ privilege or farmers’ 
right and need to be revised. The Indian law recognizes farmers’ rights equivalent 
to that of the breeders’ rights. Section 39 of the Protection of Plant Varieties and 
Farmers’ Rights Act of 2001, provides that a farmer who bred or developed a new 
variety shall be entitled for registration and protection in like manner as a breeder 
of a plant variety. On the other hand, it has introduced the “rights of communities” 
identical to that applicable to plant breeders’ right providing that any village or 
local community may file any claim attributable to the contribution of the people 
of that village or local community in the evolution of any variety.144  
       The scope of the “farmers’ privilege” varies in different legal systems. Under 
UPOV 1978, most countries allowed such privilege in broad terms. The 1991 
revision of UPOV has narrowed the scope of such exception, which can be 
established under national laws, within reasonable limits and safeguarding the 
legitimate interests of the breeder. 
 
 
 
(iii) Essentially Derived Varieties: 
 
       Under the 1961/1978 Act of the UPOV Convention, any protected variety may 
be freely used as a source of initial variation to develop further varieties and any 
such variety may itself be protected and exploited without any obligation on the 
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part of its breeder and users towards the breeder of the variety which was used as a 
source of initial variation. These rules have been reaffirmed in the 1991 Act, which 
introduces a real system of dependence145. It is based on the new concept of 
“essentially-derived varieties.” A variety is essentially derived if: it is 
predominantly derived from the initial variety or from a variety which is itself 
predominantly derived from the initial variety; it is distinct from the initial variety; 
and it conforms essentially to the initial variety in the expression of the 
characteristics that results from the genotype or combination of genotypes of the 
initial variety. The concept of essentially derived variety is designed to ensure that 
the UPOV system continues to provide an adequate incentive for plant breeding. 
Accordingly a variety, which is essentially derived from a protected variety, may 
be the subject matter of protection if it fulfills the normal protection criteria of 
novelty, distinctness, uniformity and stability, but it cannot be commercially 
exploited without the authorization of the breeder of the protected variety.146 
Varieties will only be essentially derived when they are developed in such a way 
that they retain virtually the whole genetic structure of the earlier variety. Any 
protected variety may, even under the 1991 Act of the UPOV Convention, be 
freely used as a source of initial variation and only if a resulting variety falls 
within the narrowly defined concept of essential derivation, then the authorization 
of the breeder of the protected variety is required.147  
       The Sudanese laws are silent on the issue of essentially derived variety same 
as the African Model Legislation. Under the Indian laws the definition of 
protectable variety includes essentially derived variety. Section 2(i) of the 
Protection of Plant Varieties and Farmers’ Rights Act of 2001, defines essentially 
derived variety as: the variety, which is predominantly derived from the initial 
variety, or from a variety, which is predominantly derived from the initial variety. 
Also Indian law retains all the other requirements of essentially derived variety 
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under the UPOV system. Furthermore, the law provides that where an essentially 
derived variety is derived from a farmers’ variety no authorization shall be given 
by the breeder of such farmers’ variety except with the consent of farmers or group 
of farmers or community of farmers who contributed in the preservation or 
development of such variety.148  
 
(iv) COMPULSORY LICENCES: 
 
       The UPOV Conventions expressly provide that no member of the Union may 
restrict the free exercise of a breeder’s right for reasons other than of public 
interest. When any such restriction has the effect of authorizing a third party to 
perform any act for which the breeder’s authorization is required, the member of 
the Union concerned must take all measures necessary to ensure that the breeder 
receives equitable remuneration.149 The controller on certain circumstances may 
grant compulsory licenses two years after grant of plant breeders’ rights. The first 
condition is that the holder of a plant breeders’ rights has either unreasonably 
refused to grant a license or has proposed an unreasonable term for such license, 
which has been described as a heavy burden to discharge. The controller must also 
be satisfied that such licenses are needed to ensure that the variety is available to 
the public at reasonable prices, is widely distributed or is maintained in quality. 
The applicant must be intending to exploit the rights and be in a position to do so. 
The controller sets the term of the license as he thinks fit, having regard to the 
desirability of securing reasonable remuneration to the plant breeder, but the 
license must not be exclusive license. The controller can require the plant breeder 
to supply propagating material to the holder of the license.150 However compulsory 
licenses system operates where the person entitled to the breeders’ rights is shown 
                                                 
148 Art. 43 of the Indian Act No. 53 of 2001, supra note 19. 
149 Art. 9 of  the 1961/197 8  & Art. 17 of 1991UPOV Acts, supra note 4.  
150 Lionel Bently & Brad Sherman, supra note 11, at 549. 
lxix
by a third party to be abusing the right by an inappropriate anti-competitive 
strategy then national offices may, in extremis, grant a compulsory license. 
Compulsory licenses are only granted after the third party has failed to secure an 
ordinary license and only if that third party can show that the rejection by the right 
holder of an offer to take a license was unreasonable. 151 
       In the Sudan section 9(1) of the Seeds Regulation of 1995 authorizes the Seeds 
Council to grant compulsory licenses, subject to the international standards. The 
Indian law provides for the power of the protection of plant varieties and farmers’ 
rights authority to grant compulsory license after the expiry of three years from the 
date of the issue of the certificate of registration of a variety, if any person 
interested makes an application to the authority alleging that the reasonable 
requirements of the public for seeds or other propagating material of the variety 
have not been satisfied, or that seed or other propagating material of the variety is 
not available to the public at a reasonable price. The authority if satisfied after 
giving an opportunity to the breeder of such variety, to file opposition and after 
hearing the parties on the alleged issue, may order such breeder to grant a license 
to the applicant upon such terms and conditions.  
 
(vi) Exhaustion of the Breeders’ Right:  
  
       The rule of exhaustion, which is common to intellectual property law, is aimed 
at ensuring that the holder of a breeder’s right can only exercise his right and 
receive remuneration once in each stage of propagation.  The exhaustion rule is 
meant to ensure that the breeder’s right to prohibit further or unauthorized 
propagation of the variety is never exhaustive.152 Under the UPOV system the 
breeder’s right does not extend to acts concerning material of the protected variety, 
or of other varieties covered by the scope of protection of the protected variety, 
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which have been sold or otherwise marketed by the breeder or with his consent in 
the territory of the member of the Union concerned, or any material derived from 
the said material, unless such acts involve further propagation of the variety in 
question, or involve an export of material of the variety, which enables the 
propagation of the variety, into a country which does not protect varieties of the 
plant genus or species to which the variety belongs, except where the exported 
material is for final consumption purposes.153 
 
4. Duration:  
 
       The UPOV system provides that the breeders’ rights are time-bound 
intellectual property rights. Once the right has ceased to be in force, the variety 
falls into the public domain and becomes freely available. The period of protection 
has evolved over time. The duration of rights also varies with the type of plant 
concerned. UPOV 1961/1978 requires members to provide a minimum of fifteen 
years for most plants. For vines, forest trees, fruit trees and ornamental trees the 
minimum is eighteen years.  The UPOV 1991 extends the minimum duration from 
fifteen to twenty years for most plants and a minimum of twenty-five years for 
trees and vines.154  However the EU and UK systems go further by protecting 
potatoes, trees and vines for thirty years, and other genera and species for twenty-
five years. Throughout the period for which the grant operates the rights-holders 
should ensure they are in a position to produce propagating material to the 
concerned office.155 It is subject to payment of an annual fee. Once the right has 
ceased to be in force, the variety falls into the public domain and becomes freely 
available. Under the Sudanese laws the period of protection is twenty years 
starting from the date of publication of the registration in the Official Gazette.156 
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Under Indian law, the validity of the certificate of registration is nine years in the 
case of trees and vines and six years in the case of other crops. These terms can be 
reviewed and renewed on payment of fees. The total aggregate periods not 
exceeding eighteen years from the date of registration of the variety in the case of 
trees and vines; fifteen years in the case of extant variety from the date of 
notification of that variety; and in other cases, fifteen years from the date of 
registration.   
 
5. Conclusion: 
 
       This chapter has considered the variable functions that a plant variety must 
comply with to be  protectable. These are the protectable subject matter and the 
protectablitiy conditions, the scope of protection, the limitations and exceptions to 
the right conferred and the period or duration of protection.  It is agreed that the 
subject matter under plant variety protection system is the plant variety itself. But 
the term “plant variety” is interpreted differently under the various legal systems 
examined in this research. From the above survey over the current international 
and national laws I conclude that these variable applications of protectable subject 
matter are controversial and they need to be revisited and harmonized. Qualifying 
the  protectable subject matter is necessary, but not sufficient, for protectability; 
the variety must also possess certain specific characteristics. The four substantive 
conditions for the grant of the plant variety protection are novelty, distinctiveness, 
uniformity and stability.  The grant of protection shall not be subject to any further 
conditions, except designation of a denomination and the compliance with the 
formalities provided for by the national laws of the country with whose authority 
the application has been filed and payment of the required fees.  The Africa Model 
Legislation requires the new variety to be identifiable, distinguishable, stable and 
sufficiently homogenous. Same as Indian law this cannot be easily used for the 
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protection of framers’ and communities’ varieties. The Sudanese legislation is 
inadequate on the issue of condition for protection and must be reformed. 
       In examining the scope of protection, this chapter discussed the issue of 
persons entitled to protection and the rights granted to the breeder. In so doing it 
surveyed the different interpretations of the term “breeder” under the various legal 
systems and concluded that the breeder is the person who breeds, or discovers and 
develops, the variety; the person who is the employer of the aforementioned 
person or who has commissioned the latter’s work; or the successor in title of the 
first or second aforementioned person. The definition of the term breeder under the 
Sudanese laws is inadequate and needs to be revised. In conformity with its 
general trend to protect farmers’ varieties, the Indian Act considers the farmer, 
group of farmers or any village or local community who contribute in the 
evolution of a variety as breeders. The application of the international criteria for 
protectability on the varieties created by the person entitled for protection under 
the Indian law may cause difficulties. 
       Due to the fact that the plant is self-reproducing mechanism, which can give 
rise to an indefinite number of descendents and quantity of consumption material, 
the international legislators restricted the scope of plant variety protection by 
reference to commercial propagation and the intention of the propagator of the new 
variety. The 1961/1978 requires prior authorization of the breeder for the 
production for purposes of commercial marketing; the offering for sale, the 
marketing of the reproductive or vegetative propagating material. The 1991 Act 
broadens the scope of the breeder’s right with the intention to make the right 
granted to the breeder more effective. It applies the right granted to the breeder to 
the propagating and the harvested material of the variety. The new Act extends 
breeders right to varieties “essentially derived” from the protected variety. The 
African Model Law grants plant breeders’ exclusive right to sell plants and sell or 
produce propagating material of that variety for sale. It further requires the 
recognition of the rights of farmers and local communities over their biological 
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resources. The Sudanese legislation grants the breeder and maintenance breeder 
the right to exploit the variety commercially as well as contractual rights. Indian 
certificate of registration for a variety confers on the breeder or his successor, his 
agent or licensee, farmer and any village or local community who breeds or 
develops a new variety an exclusive right to produce, sell, market, distribute, 
import or export the variety.  
       One important feature of the plant variety protection system is the careful way 
in which the competing interests of developers, users, and other interested parties 
have been accommodated through the use of exceptions and limitations. The main 
limitations and exceptions for plant breeder’s rights are those relating to the 
production of propagating material for non-commercial purposes. The 1991 Act 
removes the automatic “farmers’ privilege” and provides for optional farmers’ 
exception. Under the International Treaty on Plant Genetic Resources for Food and 
Agriculture the national governments are responsible for realizing and taking 
measures to protect, promote and maintain farmers’ rights to save, use, exchange 
and sell farm-saved seed or propagating material. The India law adopts experiment 
or research breeders’ exception and farmers’ right. Our national law is silent on the 
issue of limitations and exceptions and needs to be adequately reviewed to comply 
with the county’s obligations under the international treaties and the regional 
commitments to which the country is a party.  
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CHAPTER THREE 
 
IMPLEMENTATION AND ENFORCEMENT 
OF PLANT VARIETY PROTECTION 
 
 
       This chapter   explores the relevant   international, regional and    national 
legal and institutional framework relating to the implementation and 
enforcement of plant variety protection. Firstly, it examines   the 
implementation of the   international obligations on plant variety protection 
including the relevant institutions for such implementation and how Sudan 
and   India are implementing their   international obligations in this field. 
Secondly, it   discusses   the   enforcement of plant variety protection   and   
its institutional mechanisms. Thirdly, it provides conclusions and 
recommendations for the implementation and enforcement of the international 
legal obligations and the further development of the national legal regime in 
the country. 
1. Implementation: 
 
       This part presents the implementation of the treaty-based obligations 
under the    relevant   international   legal   instruments as well as the   
institutional arrangements for   the    implementation of   such   obligations.   
The international intellectual property treaties relating to plant variety 
protection create a limited set of treaty-based obligations that member States 
are required to implement in their national laws, which can occur in one of 
two ways:  automatic incorporation and in this case, treaties become binding 
as part of domestic law as soon as formal ratification procedures have been 
adopted. In this case, treaties are considered to be “self-executing” or capable 
of being given “direct effect” in domestic law and the courts and 
administrative   agencies can construe   the treaty directly and enforce the 
rights it grants.  In the other case, which is referred to as legislative 
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incorporation, treaties are considered to be non-self-executing and can only 
become binding on the States only after the parliament or legislature has 
adopted legislation to implement it. In the latter case, owners of intellectual 
property rights rely on the domestic legislation rather than on the treaties 
themselves when they seek to   enforce   rights    granted to them under the     
treaties.157 The   provisions of international intellectual property rights  
agreements   impose  significant  legal obligations on member States. They do 
not address all of the issues raised by the grant of legal protection to 
intellectual property rights. They create only a basic floor of legal protection 
to which all member States must adhere. These treaties are referred to as 
minimum standards Agreements.158  
        This minimum standards framework gives States the discretion to 
interpret and apply those provisions of the treaties that reasonably permit 
more than one construction; it permits, but does not require, States to grant 
additional intellectual property rights protections within their national laws; it 
leaves States free to enact laws that serve other objectives, even where those 
objectives are in tension, but not inconsistent with intellectual property rights 
provided under these Agreements. The minimum standards framework is the 
most suitable legal framework for plant varieties protection, an area of 
intellectual property protection regulated by several international intellectual 
property rights agreements and subject to diverse standards of legal protection 
under different domestic laws.  
       This section focuses on the TRIPS and UPOV as the most important 
international legal instruments that generate legal rules and standards relating 
to intellectual property rights in plant varieties and the international 
institutional mechanisms for their implementation, as well as the African 
Model Legislation to analyze how national laws can reconcile competing and 
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conflicting legal norms consistently with their obligations that are imposed by 
different international Conventions. Also, it examines the Convention on 
Biological Diversity and the International Treaty on Plant Genetic Resources 
for Food and Agriculture as examples for other international legal   
instruments that promulgate and generate rules and standards in tension with 
intellectual property rights. Further, it explores the implementation of plant 
variety protection in the Sudan and India. 
 (i) Implementation of the TRIPS Agreement: 
 
       Article 1.1 of the TRIPS Agreement provides for the nature and scope of State 
parties obligations and requires members to give effect to its provisions and to 
determine freely the appropriate method of implementing the provisions of the 
Agreement within their own legal system. Also, it permits, but does not require, 
States to provide more extensive protection than that imposed by the Agreement. 
All that is required is that the protection must not contravene the provisions of the 
Agreement. Further, under Article 8.1 the TRIPS gives member States options to 
formulate or amend their laws and regulations. This provision makes it clear that 
the Agreement is to be put into effect by member countries through implementing 
laws and regulations, which means that the TRIPS Agreement is not self-executing 
agreement; it requires legislation to be enacted. Members, in formulating or 
amending their national laws and regulations, have the discretion, to adopt 
extensive measures, which are consistent with the provisions of the Agreement. 
The TRIPS sets out a set of minimum obligations in the area of plant variety 
protection. This means that legislation which recognizes the creativity of 
indigenous peoples and local communities may be enacted without violating 
TRIPS. Under Article 27.3(b) States are obliged to provide for the protection of 
plant varieties but have the option of an effective sui generis system.                  
According to a report prepared by two leading commentators, there are four core 
elements that any national plant variety protection law must contain in order to 
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qualify as an "effective sui generis system" within the meaning of TRIPs Article 
27.3(b): the law must apply to all plant varieties in all species and botanical 
genera; it must grant plant breeders intellectual property rights, or at a minimum, 
the right to remuneration when third parties engage in certain acts; it must provide 
national treatment and most favoured nation treatment to breeders from other 
WTO members; and it must contain procedures that enable breeders to enforce the 
rights granted. The plant variety protection regime falls within TRIPS and any law 
made in fulfillment of this obligation must be reported to the TRIPS Council and 
subject to the dispute settlement procedures under the WTO. But the sui generis 
option gives countries the permission to develop laws that will not undermine the 
tradition of their farming communities and indigenous peoples in innovating and 
developing new plant varieties and enhancing biodiversity. All that a sui generis 
law for plant varieties requires is an adherence to the minimum provisions of 
TRIPS. The most important institutional mechanisms by which the TRIPS 
monitors its members’ compliance with their obligations is the Council for TRIPS. 
Its principal functions have been to formally review the national laws and 
regulations. Under Article 68 the TRIPS establishes the Council for TRIPS and 
provides that “the Council for TRIPS shall monitor the operation of this 
Agreement and, in particular, members’ compliance with their obligations 
hereunder, and shall afford members the opportunity of consulting on matters 
relating to the trade-related aspects of intellectual property rights.”  
(ii) Implementation of the UPOV Conventions: 
       The UPOV Conventions require a State or an intergovernmental 
organization to enact and be in a position to implement a law on plant variety 
protection, which conforms to the provisions established in the Conventions 
and then ask the Council of UPOV to advise it in respect of the conformity of 
its law with the UPOV Conventions159. If the Council’s advice is positive, an 
instrument of accession to the UPOV Convention may be deposited with the 
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Secretary-General of UPOV accompanied by its legislation governing 
breeders’ rights and the list of plant genera and species to which the 
provisions of the UPOV Convention will be applied.160 The State will become 
a member of the Union one-month after the deposit of the instrument of 
accession.161 The Conventions require contracting parties to adopt all 
measures necessary for the implementation162 of their provisions; in particular, 
to maintain an authority entrusted with the task of granting breeders’ rights; 
and to ensure that the public is informed of matters concerning such 
protection, through the regular publication of information concerning: the list 
of titles of protection issued; applications for and grants of breeders’ rights, 
and proposed and approved denominations.  
(iii) Implementation of the Convention on Biological Diversity (CBD): 
        
       The CBD does not deal specifically with plant variety protection but it is 
of direct relevance of setting up a regime for plant varieties protection. It 
broadly delimits the rights of States and other relevant actors over biological 
resources. Further, it acknowledges the necessity for all parties to recognize 
and protect intellectual property rights in this field and recognizes the role of 
local communities in the conservation and sustainable use of the resources. 
The CBD contains numerous provisions relating to intellectual property rights 
that make it clear that the CBD is to be interpreted so as to preserve the rights 
of intellectual property owners recognized in international law.163 Further, 
under Article 16(5) it obliges the contracting parties, that recognize 
intellectual property rights that may have an influence on the implementation 
of the Convention, to cooperate in this regard subject to national legislation 
and international law in order to ensure that such rights are supportive of and 
do not run counter to the Convention’s objectives. The effect of these 
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provisions is to make it mandatory for governments to enact laws recognizing 
the conservation and sustainable use of biological resources and indigenous 
and local community knowledge systems. In enacting their laws to fulfill their 
obligations under the CBD, member countries are bound to ensure that 
intellectual property rights are supportive of the objectives of the Convention 
and do not undermine them. The Conference of the Parties, the body that 
determines the implementation of the Convention, has given detailed attention 
to harmonizing intellectual property rights with the Convention’s objectives. 
Particularly, it has expressed concern about the adverse effects of intellectual 
property and has sought to harness intellectual property rules to promote 
compliance with the Convention. The Convention requires each contracting 
party, at intervals to be determined by the Conference of the Parties, to present 
to the Conference of the Parties, reports on measures, which it has taken for 
the implementation of the provisions of the Convention and their effectiveness 
in meeting its objectives.164 Under Article 15 the Convention rests the 
authority to determine access to genetic resources with the national 
government and subject to its national legislation. 
 (vi) Implementation of the International Treaty on Plant Genetic 
Resources for Food and Agriculture (ITPGRFA): 
       The Treaty is founded upon open access to plant genetic resources; 
therefore, it is in tension with any legal system that grants exclusive rights 
over those resources. It contains provisions relevant to intellectual property 
rights in plant genetic resources and plant varieties. The ITPGRFA requires 
each contracting party to ensure the conformity of its laws, regulations and 
procedures with its obligations under the Treaty.165 Further, it provides166 that 
States, that facilitated access to the plant genetic resources contained in the 
multilateral system will only be provided on condition that: recipients shall 
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: available at,  of ITPGRFA4.  Art165documents/org.fao.www://http. 
166 Art. 12.3(d), id. 
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not claim any intellectual property or other rights that limit the facilitated 
access to plant genetic resources for food and agriculture, or their genetic 
parts or components, in the form received from the multilateral system. It 
further requires that this provision will also be included in standardized 
material transfer agreements that all private parties seeking access to the 
multilateral system must execute.167 The ITPGRFA establishes a governing 
body 168 for the treaty, composed of all contracting parties. Its functions169 are, 
inter alia, to: promote the full implementation of the treaty; adopt plans and 
programmes for such implementation; establish an appropriate mechanism for 
receiving and utilizing financial resources for purposes of the implementation; 
and establish and maintain cooperation with other relevant international 
organizations and treaty bodies. Furthermore, the treaty requires the governing 
body to consider and approve cooperative and effective procedures and 
operational mechanisms to promote compliance with the provisions of the 
treaty and to address issues of non-compliance.170 
The International Treaty on Plant Genetic Resources for Food and Agriculture 
requires each member States to take as appropriate, and subject to its national 
legislation, measures to protect and promote farmers’ rights.171  
 (v) Implementation of the African Model Legislation: 
        
       The African Model Legislation requires member States to effectively 
implement and enforce the community intellectual property rights, farmers’ 
rights and plant breeders’ rights. It provides for six types of institutional 
mechanisms for the effective implementation and enforcement of the 
community intellectual property rights and farmers’ rights and a separate 
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lxxxi
national competent authority to implement and enforce plant breeders’ rights. 
These are:   
 (a) The National Competent Authority on Plant Breeders’ Rights: 
 
       The African Model Legislation requires States parties to designate or 
establish a national competent authority172 to implement and enforce its 
provisions on plant breeders’ rights. The functions of this authority are to: 
receive and examine applications for the registration of plant breeders’ rights; 
carry out the required trials for testing the applicant’s variety; register and 
issue certificates; publish applications in the official gazette; hear opposition 
on the registration; maintain the register; and keep a national register of plant 
breeders’ rights which shall contain all particulars required by the Act or 
regulations. 
 
(b) The National Competent Authority on Community Intellectual   
property Rights    and Farmers’ Rights: 
 
       The Model Legislation requires States parties to designate or establish a 
national competent authority to implement and enforce community intellectual 
property rights and farmers’ rights 173. Its functions are, inter alia, to: create 
and operate a regulatory mechanism to ensure the effective protection of 
community intellectual property rights and farmers’ rights; carry out the 
process of consultation and participation of local communities, including 
farming communities, in the identification of their rights as provided for under 
the customary practices and laws of the communities; identify types of 
community intellectual property rights and farmers’ rights; identify and define 
the requirements and procedures necessary for the recognition of community 
                                                 
, African Model Legislation for the Protection of the Rights of Local Communities of the 51-49.  Arts172
 Appendix I of the ,and for the Regulation of Access to Biological Resources, Farmers and Breeders
Report of the Workshop on the Legislation for the Protection of the Rights of Local, Communities, 
Farmers and Breeders and the Regulation of Access to Biological Resources, Addis Ababa, 1-5 
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173 Arts. 28-29 id.  
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intellectual property rights and farmers’ rights; develop criteria and 
mechanisms to standardize procedures; develop a system of registration of 
items protected by community intellectual property rights and farmers’ rights 
according to their customary practices and law; issue licenses for the 
exploitation and commercialization of biological resources, including 
protected species, varieties or lineages, and community innovations, practices, 
knowledge and technologies; identify relevant technical institutions that will 
assist local communities, including farming communities, in the 
categorization and characterization of their biological resources, innovations, 
practices, knowledge and technologies.  
 
:ordination Body-Sectoral Co-National InterThe ) c( 
 
       The Model Legislation requires States parties to create a national inter-
sectoral co-ordination body at the highest level to co-ordinate and follow-up 
the proper implementation of the legislation by the national competent 
authority.174 
(d) The Technical Advisory Body:  
 
       The Model Legislation requires member States to appoint a technical 
advisory body to support the work of the national inter-sectoral co-ordination 
body to:  formulate policy options that promote the protection; monitor and 
evaluate, at regular intervals, the implementation of the legislation; develop 
and recommend a mechanism to enable the identification and dissemination of 
information.175 
 (e) The National Information System:  
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lxxxiii
       The Model Legislation requires member States to establish a national 
information system with regard to biological resources for the compilation and 
documentation of information on community intellectual property rights, 
farmers’ rights, gender equity and access to biological resources, community 
innovations, practices, knowledge and technologies; the maintenance of an 
up-to-date system of information about research and development activities on 
biological resources and community innovations, practices, knowledge and 
technologies.176  
 
:The Community Gene Fund) f( 
       The Model Legislation requires member States to: establish a community 
gene fund as an autonomous trust; appoint a director to administer the fund 
and report to the national competent authority. The fund derives its funds from 
the shares due to local farming communities; contributions from national and 
international bodies and others interested in strengthening genetic 
conservation by local communities and a royalty to be fixed by the national 
competent authority based on the gross value of the breeders’ rights protected 
seeds sold credited to the community gene fund for the benefit of farming 
communities whose farmers’ varieties have been the basis for the breeding of 
breeders’ varieties. The gene fund shall be used to finance projects developed 
by the farming communities, ensuring equity for women.177 
 
 (vi) Implementation of Plant Variety Protection in Sudan:  
 
       The Seeds Act of 1990 requires all persons concerned to effectively 
implement the rights granted under its provisions and establishes the Seeds 
Council178 constituted under a decision passed by the Council of Ministers 
upon recommendation by the Minister of Agriculture and Forests and 
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composed of persons experienced in the field of seeds. One of the functions179 
of the Council is to lay down conditions for the registration of the new 
varieties and the bases and procedure relating to such registration. The Act 
also establishes the Varieties Approval Technical Committee180 constituted 
under a decision issued by the Minister of Agriculture and Forests and 
composed of persons of efficiency, experience and competence in the field. 
The functions181 of the Committee are, inter alia, to: lay down the bases and 
conditions for the registration of the varieties and agricultural crops, which 
include the produced varieties of field crops, approve them and specify the 
procedures and particulars for such registration and approval; approve the 
registration of the new varieties and agricultural crops and issue the order to 
the registrar to register them. Furthermore, the Act establishes, at the Ministry 
of Agriculture, the Seeds General Administration182 under the supervision of 
the Minister and leadership of the Director General. The functions and 
powers183 of the Administration are, inter alia, to: receive a quantity of the 
breeder seeds of the registered variety, for purposes of propagation and 
maintenance. The Director General of the Administration executes all the 
decisions, issued by the Minister, the Council or the Committee.184 Under 
section 11 the Act authorizes the Minister to appoint the Registrar, to: register 
all the new varieties approved by the Committee, keep the register and publish 
a list of such varieties in the Gazette.185 But the Registrar has never been 
appointed since the issuance of the legislation.186  
 
(vii) Implementation of Plant Variety Protection in India: 
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       India has enacted a special legislation to incorporate its obligations to 
protect plant varieties under the TRIPS. The new legislation seeks to 
implement both breeders’ rights and farmers’ rights by recognizing the 
concept of farmers’ rights and by allowing farmers to register their varieties. 
The Act also contains benefit-sharing provisions that allow individuals and 
communities to claim compensation for their contributions. The new Act 
establishes the protection of plant variety and farmers’ rights authority for the 
implementation of its provisions. The authority consists of a chairperson of 
outstanding caliber and eminence in the field, and fifteen members.187 The 
authority may appoint committees and other officers for the efficient 
discharge of its duties and performance of its functions.188 The general 
function of the authority is to promote, by such measures, including ensuring 
the maintenance of the national register of plant variety, the encouragement of 
development of new varieties of plants and protect the rights of the farmers 
and breeders.189 Further, the Act establishes the plant variety registry and 
appoints a registrar general.190 The Act also requires a national register of 
plant varieties191 to be kept at the head office of the registry, wherein all the 
names of all the registered varieties, the names and addresses of their 
respective breeders, the rights of such breeders in respect of the registered 
varieties, the particulars of the denomination of each registered varieties and 
its propagating material, shall be entered in.  
 
2. Enforcement of Plant Variety Protection:  
        
                                                 
187 S. 3 of the Protection of Plant Variety & Farmers’ Rights Act, 2001, Indian Act No.53 of 2001. 
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       Recent intellectual property treaties specify the types of enforcement 
measures that member States must adopt in their national laws. These 
provisions include the imposition of civil remedies and criminal penalties 
against any person who engages in acts of exploitation reserved to the owner 
of an intellectual property right without the owner’s authorization. The 
measures include civil judicial proceedings for monetary damages or an 
injunction to prevent the continued unauthorized use of the product and 
criminal proceedings commenced by the government itself. 
  
(i) Enforcement of Plant Variety Protection under the TRIPS Agreement:  
 
       The TRIPS requires member States to adopt effective provisions within 
their national laws to permit the owners of intellectual property rights to 
enforce their rights against those who infringe them. It stipulates “members 
shall ensure that enforcement procedures are available under their law to 
permit effective action against any act of infringement of intellectual property 
rights covered by the Agreement, including expeditious remedies to prevent 
infringements and remedies which constitute a deterrent to further 
infringements; procedures concerning the enforcement of intellectual property 
rights shall be fair and equitable and they shall not be unnecessarily 
complicated or costly, or entail unreasonable time-limits or unwarranted 
delays.”192 These enforcement provisions include detailed judicial and 
administrative remedies, border measures and criminal procedures.193 It 
requires member States to adopt effective enforcement measures to enable 
breeders of new plant varieties, whose new variety is exploited commercially 
without their permission, to bring a civil judicial action seeking an injunction 
to stop the conduct of the unauthorized person and to recover damages. The 
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TRIPS Agreement provides for the Dispute Settlement Understanding, which 
contains streamlined dispute prevention and settlement mechanism and 
effective interstate dispute resolution systems.194 In this respect Laurence R. 
Helfer argues “the mere existence of such a system creates strong incentives 
for member States to bring their national laws into compliance with the TRIPS 
Agreement to avoid the possibility of dispute settlement proceedings.”195 
Disputes between member States relating to any of the TRIPS provisions are 
to be resolved by the Dispute Settlement Body, which is composed of ad hoc 
dispute settlement panels and a standing Appellate Body of trade experts. 
Member States whose national laws or practices are challenged by another 
member and found, to be incompatible with their TRIPS obligations, by the 
Dispute Settlement Body must modify those laws or practices or face the 
prospect of trade sanctions. In addition to its widespread adherence, the 
influence of the TRIPS Agreement can be traced to its unique provisions 
relating to the enforcement of intellectual property rights within national laws, 
the review of those national laws by the TRIPS Council and the mechanism 
for settlement of disputes between States leading to rulings backed up by the 
threat of trade sanctions. Furthermore, the TRIPS and in addition to the 
dispute settlement mechanism contemplates the possibility that the dispute be 
decided through binding arbitration, in situations where neither the parties to 
the dispute nor the Dispute Settlement Body have been able to reach an 
agreement as to the period of time within which the recommendations and 
rulings of the Dispute Settlement Body are to be implemented by the member 
concerned.  Differently, arbitration is contemplated as a means to determine 
the time within which the member concerned should comply with the 
recommendations or rulings of the Dispute Settlement Body.196 
                                                 
194 Arts.   63 - 64, id. 
195 Laurence R. Helfer, supra note 1, at 25. 
, ispute Settlement Mechanism of the WTOthe D& nforcement of TRIPS E ,Ortiz-Horacio Rangel 196
: available atdoc.art_Ortiz-Rangel-07s/2003tokyo/activities/files/upload/org.atrip.www://http. 
lxxxviii
 
Enforcement of Plant Variety Protection under the UPOV ) ii(
:Conventions 
        
       The UPOV Conventions require member States of the Union to undertake 
to adopt all appropriate measures and legal remedies for the effective 
enforcement and defense of the rights provided for in the Conventions.197 The 
1961 version provides for the dispute settlement mechanism and stipulates 
that dispute between member States of the Union concerning the interpretation 
or application of the Convention, which is not settled by negotiation, shall, at 
the request of one of the States concerned, be submitted to the Council, which 
shall endeavour to bring about agreement between the member States 
concerned. If such agreement is not reached, the dispute shall be referred to an 
arbitration tribunal at the request of one of the parties concerned. The tribunal 
shall consist of three arbitrators and the award of the tribunal shall be final and 
binding on the member States concerned.198 But the 1978 and 1991 versions 
are silent on the issue of the dispute settlement mechanism and there are no 
obligations on member States to provide effective enforcement measures. 
 
(iii) Enforcement of Plant Variety Protection under the CBD:  
        
       The CBD requires member States to adopt all appropriate measures and 
legal remedies for the effective enforcement of its provisions and establishes 
the disputes settlement mechanism199 stipulating that in the event of a dispute 
between contracting parties concerning the interpretation or application of the 
Convention, the parties concerned shall seek solution by negotiation. If the 
parties concerned cannot reach agreement by negotiation, they may jointly 
seek the good offices of, or request mediation by, a third party. Parties to the 
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dispute, not resolved by negotiation, the good offices or mediation, shall 
accept one or both of the following means of dispute settlement as 
compulsory: arbitration or submission of the dispute to the International Court 
of Justice. If they have not accepted the same or any procedure, the dispute 
shall be submitted to conciliation unless the parties otherwise agree. 
 (iv) Enforcement of Plant Variety Protection under the ITPGRFA: 
        
       The treaty requires member States to adopt all appropriate measures and 
legal remedies for the effective enforcement of its provisions and establishes 
the dispute settlement mechanism200 stipulating that in the event of a dispute 
between contracting parties concerning the interpretation or application of this 
treaty, the parties concerned shall seek solutions by negotiation. If the parties 
concerned cannot reach agreement by negotiation, they may jointly seek the 
good offices of, or request mediation by, a third party. When ratifying, 
accepting, approving or acceding to this treaty, or at any time thereafter, a 
contracting party may declare in writing to the depositary that for a dispute 
not resolved by negotiation, the good offices or mediation by a third party, it 
accepts one or both of the following means of dispute settlement as 
compulsory: (a) arbitration; and (b) submission of the dispute to the 
International Court of Justice. If the parties to the dispute have not accepted 
the same or any procedure, the dispute shall be submitted to conciliation 
unless the parties otherwise agree. 
nt of Plant Variety Protection under the African Model Enforceme) v(
:   Legislation 
        
       The African Model Legislation provides for the dispute settlement 
mechanism201 and stipulates that where conflicts arise on whether a plant 
variety qualifies as a new plant variety under the Act, they will be handled 
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administratively through the national competent authority, an ad hoc tribunal 
and finally through the court of law. An action or proceedings for an 
infringement of plant breeders’ rights202 may be instituted in writing in a court 
or, if agreeable to both parties, it may be submitted to a binding arbitration. 
Further, the Legislation requires member States to establish, without prejudice 
to the existing agencies and authorities, appropriate agencies with the power 
to ensure compliance with its provisions. Furthermore, and without prejudice 
to the exercise of civil and penal actions which may arise from violations of 
the provisions of the legislation and subsequent regulations, it stipulates 
sanctions and penalties to be provided including: written warning; fines; 
automatic cancellation or revocation of the permission for access; confiscation 
of collected biological specimens and equipment; permanent ban from access 
to biological resources, community knowledge and technologies in the coun-
try. It further requires violation committed to be publicized in the national and 
international media and be reported by the national competent authority to the 
secretariats of relevant international agreements and regional bodies. When 
the collector conducts his/her operations outside of national jurisdiction, any 
alleged violations by such a collector may be prosecuted through the 
cooperation of the government under whose jurisdiction the collector operates. 
Furthermore, the Legislation provides for appellate bodies and states that: 
decisions on approval, disapproval or cancellation of agreements regarding 
access to biological resources, community knowledge or technologies may be 
appealed through appropriate administrative channels. Recourse to the courts 
shall be allowed after exhaustion of all administrative remedies.  
 
(vi) Enforcement of Plant Variety Protection in the Sudan: 
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       The Seeds Act of 1990 establishes obligations on every person concerned 
with the implementation of its provisions and the provisions of the 
Regulations issued under it and stipulates that persons who do not comply 
with such provisions will be subject to criminal sanctions,203 which are listed 
under section 28 as comprising: imprisonment, fine, and order of confiscation 
of any material that constitutes the subject of non compliance. The laws of 
Sudan are silent on the issue of civil remedies. The Act provides for the 
Competent Court as the adequate mechanism for the enforcement of the 
prescribed protection. Further, in 2002 the Sudan Judiciary established a 
Special Court204 with the competence in commercial and intellectual property 
disputes. The Chief Justice issued a Decree listing the laws in which such 
Court has competency. Surprisingly, the Seeds Act is not mentioned in the 
list. Accordingly, the Commercial Court is not competent to see cases relating 
to plant variety protection. Our national legislations are inadequate in this area 
and need to be reformed.   
  
(vii) Enforcement of Plant Variety Protection in India: 
       
        The Indian Act of 2001 provides for the enforcement measures and 
remedies of its provisions and rests on the Protection of Plant Variety and 
Farmers’ Rights Authority and the Registrar General powers of a civil court 
and authorizes them to make orders executable as a decree of a civil court.205 
Further, the Indian Act establishes the Plant Varieties Appellate Tribunal206 to 
exercise the jurisdiction, power and authority conferred on it for the adequate 
enforcement of the provisions of the Act. The Tribunal is competent to receive 
appeals from the decisions or orders of the authority or the registrar general. 
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The orders of the Tribunal are executable as a decree of a civil court. The new 
Act provides for both civil and criminal remedies for the infringement of the 
rights conferred under it. The relief, which the court may grant includes 
injunction and at the option of the plaintiff, either damages, or a share of the 
profits. The order of injunction may include ex-parte injunction or 
interlocutory order.207The criminal sanctions208 comprise imprisonment, fine 
or both. 
 
3. Conclusion:  
       The international intellectual property treaties relating to plant variety 
protection create a limited set of obligations that member States are required 
to implement and enforce in their national laws. The TRIPS establishes 
international minimum standards for plant variety protection both in its 
substantive and enforcement provisions. It places obligations on members to 
adequately and effectively implement and enforce plant variety protection and 
establishes the dispute settlements mechanisms to ensure adequate 
enforcement of the rights granted. The UPOV system requires the conformity 
of the national laws to its provisions as a pre-requisite to membership. The 
CBD requires member countries, in enacting their laws in fulfillment of their 
obligations, to ensure that intellectual property rights are supportive of its 
objectives.  The ITPGRFA is in tension with any legal system that grants 
exclusive rights over biological resources. The African Model Legislation 
requires member States to effectively implement and enforce the community 
intellectual property rights, farmers’ rights and plant breeders’ rights and 
provides for seven types of institutional mechanisms for their implementation. 
The legislation in the Sudan requires all persons concerned to effectively 
implement and enforce the rights granted under its provisions and establishes 
institutional mechanisms for the adequate implementation and enforcement of 
                                                 
207 S. 65, id. 
208 Ss. 70-73, id. 
xciii
such rights.  India has enacted a special legislation to incorporate its 
obligations to protect plant varieties under the TRIPS and establishes adequate 
institutional mechanisms for implementation and enforcement of the rights 
granted.  
       The Sudan is a party to the CBD, the ITPGRFA and the African Model 
Legislation, which establishes a system of access to plant genetic resources 
and limits the types of plant genetic materials that may be protected as 
intellectual property, rests the responsibility for realizing farmers’ rights with 
national governments, requires each contracting party, as appropriate, and 
subject to its national legislation, to take measures to protect and promote 
farmers’ rights, requires the implementation and enforcement of plant 
breeders’ rights, community intellectual property rights and farmers’ rights 
and call for the enactment of laws protective of the creativity of indigenous 
peoples and local communities, respectively. Also, the country sought 
assistance from the UPOV Council to enact laws that conform to the UPOV 
system of plant breeders’ rights. Now the Sudan is in the process of accession 
to the TRIPS and all national intellectual property legislations are under 
revision.  To come out with a plant variety protection system in compliance 
with the TRIPS Agreement and conforms to the other international 
obligations, the country has sufficient room and considerable discretion to 
maneuver at the national level to achieve both sets of obligations by using the 
options that the TRIPS Agreement gives for national interpretation by 
adopting alternative forms of legal protection tailored to the particular needs 
of the country and harmonized with access to plant genetic resources, 
community rights,  farmers’ rights, and protective of the creativity of 
indigenous peoples. 
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